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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of laywers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest (either binding) 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 


Tue Unitrep States Trape-Mark AssociaTION, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 82 Nassau Street, New York City. 


Address all communications to 32 Nassau Street, 
New York City. 








C 
a 





CONTENTS 


United States Circuit Court of Appeals, First Circuit: 
Standard Oil Co. of Maine, Inc. v. Standard Oil Co. of 
New York 
United States District Court, Eastern District of New York: 
Hyman Huebachman, Doing Business as Ritz Perfume 
a Wy Mae ND TENN BI ens wc ach eccawce ae. 
United States Court of Customs and Patent Appeals: 
In the Matter of the Application of Bonide Chemical Com- 
Ie GG: 95. 0s knee ae he deéeenedicwnewana 
Celanese Corporation of America v. Vanity Fair Silk Mills 
Cluett, Peabody & Co., Inc. v. Denver M. Wright 
United States Gypsum Co. v. Plastoid Products, Inc. .. 
Charles McFarland v. Walter C. Bender 


Sauquoit Paper Co., Inc. v. Hilda Weistock, Doing Busi- 
ness as City Specialty Company 

Celanese Corporation of America v. Vanity Fair Silk Mills 

In the Matter of the Application of Plymouth Motor 
Corporation 


’ Decisions of the Commissioner of Patents 


Copyright, 1931 
by 
The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879. 





T RM 
E A A 
N DR 
T i EK 


publications by 
EMERSON STRINGHAM 


“Patent Claim Drafting,’ a comprehensive treatise on the patent 
claim, and on what constitutes the valid scope of a monopoly. 


339 pages, paper covered. Postpaid $5.00 


“Patent Interference Equity Suits,’ an exhaustive discussion of the 
law under Revised Statutes, sections 4915 and 4918, with analysis of 
every decision, and a large assortment of forms. 


213 pages, bound in blue buckram. Postpaid $5.00 


Sent on approval, on receipt of check 


PACOT PUBLICATIONS 
Box 288, Penn. Ave. Station Washington, D. C. 


WANTED 


We are especially desirous of obtaining immediately the 
following back numbers of the TrRaDE-MarkK Reporter, and for a 
limited period will pay the prices quoted for copies mailed us 
in a condition suitable for binding: 


ee. RE, SR OEE R CE i ick bi caesieiveweions $.50 
Ree, ee RB ik rhea 068s hives de oss cewawenes .50 
Anr., May; Jaly, Bn, NOC, TOL T CERT) ioc ccc ccccccas 50 
Jan., Feb.-Mar., May, Sept., Oct., vol. 8 (1918).......... .50 
ee CE ORS ER PEED os 0 Sesion Si dete bidetece ins 50 
Se, a 62s ha eee recsacee Sse SUAS .50 
PE ea OE TER. EG Baki 0PM AS CANE eine OOo -50 
pe Oe ey er en er er ae 50 
Fa, Bs RS Ce sk io oa is bse Re Wee Ae es .50 


THE UNITED STATES TRADE-MARK ASS’N 
32 Nassau Street - - - . - New York, N. Y. 


nt 2 SEE 


sem Mite Rt ea tn 8 . rages fore ao peter at Sy 
annie erm weer oe es srs oes ab oo - 


: am, aah 
dimes ma” i 





ie i 

































STANDARD OIL OF ME., INC. V. STANDARD OIL OF N. Y. 


107 





Stranparp O11 Co. or Maine, Inc. v. Stanparp O11 Co. or 


New York 
(45 F. (2d) 309) 


United States Circuit Court of Appeals, First Circuit 
November 26, 1930 






Trave-Marxks—“STranparp’—“StTanparp Ori”—Seconpary MEANING. 
The word “Standard” and the name “Standard Oil Company,” 


used in connection with petroleum products, held to have a secondary 
meaning. 


Unram CompetTtrion—INJUNCTION—THREATENED INJURY SUFFICIENT TO 
JUSTIFY. 


Appellee could not plead as a defense the fact that appellant was 
not doing business in the same territory, inasmuch as equity will 
enjoin a threatened wrongdoing before it occurs. 

Unrairn Compettrion—Use or Corporate Name—Appeat Moopirication. 

In a suit brought to restrain use of the name “Standard Oil Com- 
pany of Maine,” the decree of the lower court was modified so as to 
protect appellee only in the State of New York, the New England 
States, and in any foreign country wherein it does business. 

Action for unfair competition. Appeal from the District Court 
of the United States, District of Maine. Decree for plaintiff and 


defendant appeals. Modified. 


Carl C. Jones (Bradley, Linnell § Jones, on the brief), all of 

Portland, Me., for appellant. 
Nathan W. Thompson (Woodman, Skelton §& Thompson, on 
the brief), all of Portland, Me., for appellee. 


Suit by the Standard Oil Company of New York against the 
Standard Oil Company of Maine, Inc. Appeal from the District 
Court of the United States for the District of Maine. Decree 
for plaintiff, and defendant appeals. 

Case remanded, with directions. 

For decision below see 20 T.-M. Rep. 801. 


Before BincuaM, ANDERSON, and Wi1son, Circuit Judges. 


Witsen, C. J.: A bill in equity to restrain the appellant from 
using the corporate name, the Standard Oil Company of Maine, 
Inc., or any corporate name that includes the words “Standard,” 
“Standard Oil,” or “Standard Oil Company,” in such a manner 
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as to cause confusion and uncertainty in the public mind as to 
the quality or character of the goods sold by the appellant in dis- 
tinction from those of the appellee. 


The bill, while grounded on the principles of unfair competi- 
tion, is in the nature of a bill quia timet; that is, to restrain im- 
pending or threatened injury, and not a bill to restrain actual 
unfair competition, a distinction important to bear in mind in 
analyzing the decided cases. 

The appellee is a corporation well known to the public as 
dealing in petroleum products for use in internal combustion 
engines, for lubrication and for heating purposes, and has built 
up a reputation in New York and the New England States for 
the quality and uniformity of its products in its line of business. 

The appellant has recently been organized in the State of 
Maine to deal in petroleum products, including gasoline, and to 
do various other kinds of business, some of which are associated, 
directly or indirectly, with petroleum products. 

Before it has actually begun to do business, the appellee brings 
this bill to restrain it from using the corporate name it has adopted 
or any similar name in such a manner as would confuse it in the 
public mind with that of the appellee. 

The court below, 38 F. (2d 677 [20 T.-M. Rep. 301]), granted 
an injunction restraining the appellant from using the name “The 
Standard Oil Company of Maine,” or any corporate name con- 
taining the words “Standard,” “Standard Oil,’ or any similar 
name or any variations thereof, so closely similar in sound or 
appearance to the corporate name of the complainant as to lead to 
uncertainty or confusion in the use thereof. 

The appellant contends: (1) That it is entitled to use of 
its name; (2) that it should be permitted to sell products under 
that name, at least in territory not covered by the appellee, or 
to sell goods not sold by the appellee; (8) that there has been 
no unfair competition, for the reason that the appellant has never 
done any business, and hence the bill is prematurely brought. 

The appellee is not relying on its rights from having registered 
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the word “Standard” as a trade-mark under the statutes of Maine, 
but on the broader ground that the words “Standard,” “Standard 
Oil,” and “Standard Oil Company” have acquired a secondary 
meaning in the petroleum products trade, and that the narrower 
rule as to trade-marks does not apply. Nims on Unfair Competi- 
tion, § 57; Richmond Remedies Co. v. Dr. Miles Medical Co. 
(C. C. A.) 16 F. (2d) 598, 602 [17 T.-M. Rep. 82]. 

The court below found, and we think correctly, upon the 
record that the words “Standard Oil” and “Standard Oil Com- 
pany” and the word “Standard,’ when used in connection with 
petroleum products, have acquired a secondary meaning, and to 
the public mind guarantee a high-grade and uniform quality of 
petroleum products, and that the appellee has thereby acquired 
a right thereto, and is entitled to be protected against unfair or 
fraudulent use thereof in competition with it. It is too obvious 
to require proof that to permit the appellant, under the corporate 
name it has selected, to do business in petroleum products in the 
same territory as the appellee, would necessarily result in confusion, 
and in what the courts in numerous cases have held to be unfair 
competition. 

As to whether the appellee should be protected against the 
possible future use of it in other territory, or in the sale of other 
products not associated with the petroleum trade, may not on the 
record be so clear as to warrant an injunction against its use in 
other territory, or in connection with the sale of other products. 

That confusion may arise, however, even in such instances, 
to the damage of the party first adopting the name is not impos- 
sible, as was held in Armour & Co. v. Master Tire §& Rubber Co. 
(D. C.) 84 F. (2d) 201; Akron-Overland Tire Co. v. Willys-Over- 
land Co. (C. C. A.) 278 F. 674 [11 T.-M. Rep. 281]. 

The main defense relied on by the appellant is that the bill 
is premature; that injunction will not issue to restrain unfair 
competition until competition actually exists. Unfair competition, 
it is urged, is the “passing off” of one’s goods as those of another, 
and therefore, to constitute unfair competition, there must be actual 
competition, which has not taken place in this instance. 
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But this misconceives the nature of these proceedings, which 
are in the nature of a bill quia timet. The cases in which the 
courts have said: “There must be actual unfair competition,’ and 
that unfair competition consists in “passing off” one’s own goods 
as those of another, have no application to the facts of this case. 
This is well illustrated in the Borden Condensed Milk Case 
(C. C. A.) 201 F. 510, 515 [8 T.-M. Rep. 476], relied on by 
the appellant, and from which counsel for the appellant in his 
brief quotes as follows: “If it bases its right to an injunction 
upon the doctrine of unfair competition, no competition of any kind 
has been shown by the record. If it relies upon some supposed 
damage which may result from appellants’ use of the name ‘Borden’ 
in connection with inferior goods, the action is premature, because 
the appellants, as yet, have neither sold nor made anything.” 

The other cases cited by the appellant to the same effect, 
it will be found upon examination, are to be differentiated and 
are not applicable to the facts of the instant case. In the Borden 
Case it was held that the sale of ice cream in no way competed 
with the sale of condensed milk, hence the bill could not be main- 
tained in any event, as the complainant was not in the ice cream 
business. It was in view of this situation that the court said 
to sustain such a bill there must be competition; and, while it 
further added that, if the complainant relied on supposed damage 
which may result from the use of the name “Borden,” the action 
was premature, the ground for holding the action premature was 
that it did not then appear that the use of the name “Borden” 
in connection with ice cream would result in unfair competition in 
the future, since the complainant was not then in the ice cream 
business, and might never engage in it, and that to base an injunc- 
tion on what might result in the future “on speculation and remote 
contingencies” was not sufficient to warrant the use of the extra- 
ordinary remedy of a writ of injunction. 

That, however, is not the appellant’s case. We apprehend 
that the appellant, if it were now actually engaged in the business 
of selling gasoline or petroleum product in the appellee’s territory, 
would not really seriously contend that it could defend on the 
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ground that no confusion would thereby result, and that it could not 
properly be enjoined from conducting, under such a name as it 
has selected, the business of dealing in petroleum products in such 
territory. It now merely says: “You have not yet been injured. 
Nothing has been done except the organization of a corporation.” 
This defense loses sight of the fact that one of the important func- 
tions of a court of equity is to prevent injury from a wrongful act 
before it occurs, whenever it appears to be imminent and that 
irreparable injury would result. 

The power of the equity court to interfere and prevent injury 
by injunction in such a case is too well settled to require citation 
of authorities. High on Injunctions (2nd Ed.), vol. 1, § 18; 
Vicksburg Waterworks Co. v. Vicksburg, 185 U.S. 65, 82, 22 S. Ct. 
585, 46 L. Ed. 808. Pomeroy in his work on Equitable Remedies 
(2nd Ed.) (see volume 5, Pomeroy’s Equity Jurisprudence, 
§ 1965), in defining what constitutes threatened injury, says: “The 
character of the threatened injury which will justify an injunc- 
tion is simply that which would support an injunction on any 
ground, if it were already being done.” 

The only questions here are whether this salutary remedy 
can be properly applied to threatened unfair competition, and 
whether, in this case, the necessary degree of imminence exists. 
We can conceive of no reason why this protection should not be 
afforded against unfair competition, if imminent, as well as against 
other threatened injuries. On the contrary, there are compelling 
reasons why it should be so applied, whenever it appears that, 
if put into practice, the proposed course of a defendant would result 
in unfair competition, since there is no damage more difficult of 
full and complete measurement and compensation than injuries of 
this nature. 

The law of unfair competition in trade is of comparatively 
recent origin and growth, Nims on Unfair Competition, § 2; but 
it has been and is being extended to cover all instances of fraudu- 
lent interference with another business. Courts of equity are ex- 
tending the principles of equity to enjoin unfair competition in 
all its phases. There can be no good reason why it should not 
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exercise its power to prevent threatened unfair competition before 
it is put into effect any more than any other species of unlawful 
acts from which irreparable damage may result. 

And again, under section 365, Nims says: 


“Injunctions will be granted to prevent threatened acts of unfair 
competition. It is not necessary to wait until a name that tends to mis- 
lead the public and is likely to be used for that purpose, actually is used 
in the business of the defendant. Equity favors him who in such a case 
acts promptly and before rights or equities (such as those of innocent 
purchasers of defendant’s stock) have attached.” 


The following cases also sustain the application of the rule 
to unfair competition, if authorities are needed to sustain what is 
obviously a proper application of this well-established rule of 
equity : 

Edison Storage Battery Co., et al. v. Edison Automobile Co., 
et al., 67 N. J. Eq. 44, 58, 56 A. 861, 864: 


“It is further urged that complainant should not file his bill or obtain 
any restraint because it does not yet appear that any wrong has been 
done, or that there is danger that it will be done in the near future to 
the injury of the complainant. But the complete answer to this is that, 
in order to protect his rights to the use of his name, the complainant 
must act promptly, and before the rights of any innocent third parties, 
who may have purchased stock in the defendants’ corporation, may become 
involved. In this particular class of cases, involving the right to use a 
name, prompt action is always required.” 


United Drug Co. v. Parodney (D. C.), 24 F. (2d) 577, 579 
[18 T.-M. Rep. 70]: 


“A court of equity need not wait for the appropriation to actually 
take place, such as a court of law must do, if it plainly and clearly 
appears that such wrongful appropriation is extremely probable and 
plainly likely to take place. A court of equity, so to speak, can ‘lock 
the stable door before the horse is stolen.’ Of course, it should only so 
interfere where a clear case is shown. Business should not be unduly 
interfered with because of extravagant claims or mere fears and 
suspicions.” 


National Picture Theatres, Inc. v. Foundation Film Corpora- 
tion (C. C. A.), 266 F. 208 [10 T.-M. Rep. 885]. Here neither 
party had produced the film, but the complainant had first appro- 
priated the title of “The Blindness of Youth.” The court said, 
while: 


“There must be a real present or prospective competition [and in 
this instance it was prospective], that is, an endeavor to get the same 














STANDARD OIL OF ME., INC. V. STANDARD OIL OF N. Y. 113 






trade from the same people at the same time; and that endeavor must 
on the defendant’s part be unfair, that is, with a wrongful intent to ‘gain 
the advantages of that celebrity’ . . . of which plaintiff is the owner; 
but such intent, though it must be deemed to exist in fact, may be inferred 
from the inevitable consequences of the act complained of.” 


The case of Cleveland Opera Co. v. Cleveland Civic Opera 
Ass’n, 22 Ohio App. 400, 154 N. E. 852, 355, is a case comparable 
to the case at bar: 


“It is contended,” said the Ohio Appellate Court in the Cleveland 
Opera Co. Case, “that no act has been done which can be interpreted into 
unfair competition, because it has done nothing but file its articles of 
incorporation and receive a certificate therefor. There has been neither 
organization by the stockholders nor the election or creation of a board 
of directors, nor has there been an election of officers, and, further, there 
has been no attempt in any manner to transact business. From these facts 
it is claimed that no act of unfair competition can follow. 

“However, this is a case in equity, and one of the vital principles 
thereof is that equity aids the vigilant. Under the record the plaintiff 
has been doing business with the public under its charter for some four 
years, not only in its own locality, but in other places throughout the 
country. Instead of waiting for positive and overt acts on the part of 
the defendant before proceeding, it acted under the principle of equity 
just mentioned and applied to the courts for injunctive relief, and at a 
juncture when no injury can arise to the defendant if the relief be granted 
except the amendment, upon application, of its name, to eliminate the 
similarity complained of.” 


In the case of Philadelphia Trust S. D. § I. Co. v. Philadel- 
phia Trust Co. (C. C.), 128 F. 534, the defense was that the de- 
fendant had not yet begun business. However, it was ordered to 
change its name, which was like that under which the complainant 
was usually known by the public, though not the complainant’s full 
name. 

The English court, to which the American courts have fre- 
quently resorted for authority in the early development of the law 
of trade-marks and unfair competition (see McLean v. Fleming, 
96 U. S. 245, 251, 24 L. Ed. 828), said in Ewing v. Buttercup 
Margarine Company, Ltd., 1917-2 Ch. D. 1, 11 (Lord Cozens- 
Hardy): 


“TI cannot bring myself to doubt that what the defendants are threat- 
ening and intending to do would affect, and in all probability seriously 
affect, the plaintii’s business. We can only prophesy, because the action 
was commenced before the defendants’ business was begun, but I cannot 
bring myself to doubt that serious damage to the credit and prosperity 
of the plaintiff's business would arise from the confusion caused by the 
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defendant company deliberately and wilfully continuing to carry on busi- 
ness in a name so nearly resembling that under which the plaintiff is 
trading as to be calculated to deceive.” (Italics ours.) 

Other cases where the same principle is applied may be found 
in Dayton v. Imperial Sales & Parts Co., 195 Mich. 397, 404, 161 
N. W. 958; Checker Cab Mfg. Corp. v. Sweeney, 119 Misc. Rep. 
780, 197 N. Y. S. 284; Taendsticksfabriks Akticbolagat Vulcan v. 
Myers, 189 N. Y. 364, 84 N. E. 904; Metropolitan Tel. § Tel. 
Co. v. Metropolitan Tel. & Tel. Co., 156 App. Div. 577, 141 N. Y. 
S. 598 [3 T.-M. Rep. 221]; Material M. M. Ass’n v. New York 
Material M. M. Ass’n, 169 App. Div. 843, 155 N. Y. S. 706, 711 
[10 T.-M. Rep. 227], which only in part exhausts the list. 

In not all of the cases cited, it is true, was action brought 
before the defendant was engaged in any business, but the prin- 
ciple has been so broadly stated as to show that the courts will 
apply it in all cases of threatened unfair competition whenever 
properly invoked. 

The only question left is, Was this extraordinary remedy 
properly invoked in this case? That unfair competition is im- 
minent in this instance is sufficiently, and we think clearly, indi- 
cated by the proof and the admitted facts. Certain promoters have 
not only organized a corporation in Maine, which by its name and 
certificate of incorporation indicates that its main purpose is to 
deal in gasoline and other petroleum products, but they have 
selected a corporate name so nearly resembling that of the appellee 
as to indicate beyond peradventure that they intend, if permitted, 
to avail themselves of the benefit of the reputation of the appellee 
for dealing in high-grade petroleum products which the appellee 
has built up over a period of years in the territory it serves, and 
in which the appellant is also authorized to do business. Not 
only have the same promoters organized a corporation in Maine 
with a name similar to that of the appellant, but have organized 
other corporations with a similar name in five or six other states 
where corporations under the name of the Standard Oil Company 
are now doing business. Such acts cannot be brushed aside as 


without significance, or as mere idle gestures. It clearly shows a 
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premeditated plan with a definite object in mind of immediate 
action, and with but an obvious and sinister purpose in view. 

The court below having found, what seems indubitable, that 
to permit the appellant to engage in the business of dealing in 
gasoline and other petroleum products in the appellee’s territory 
would violate the fundamental principles of fair competition, viz., 
the selling of one’s goods, not on their own merits, but by mas- 
querading them under the name of a well-known competitor, the 
acts of the promoters of the appellant corporation above set forth 
we think clearly warranted the court below in finding that there 
was sufficient ground for interference by a court of equity by reason 
of imminent and irreparable injury. 

From information supplied by certified copies of decisions of 
the District Court in the other states where the promoters have 
organized other similar corporations, it appears that the District 
Court of Maine is not alone in the view it took of this case. After 
hearings in Rhode Island, Virginia, and New Mexico, injunctions 
have been issued. In the other states where similar corporations 
have been organized by these promoters, it is agreed by counsel 
that at least temporary injunctions have been issued without a 
contest. 

That other corporations under the name of Standard Oil 
Company with the name of a state affixed, which in 1899, because a 
part of an illegal combination with the Standard Oil Company 
of New Jersey, and which again became separate units by dis- 
solution in 1911, United States v. Standard Oil Co. of New Jersey, 
et al. (C. C.), 178 F. 177; Standard Oil Co. of New Jersey, et al. 
v. United States, 221 U. S. 1, 81 S. Ct. 502, 55 L. Ed. 619, 34 
L. R. A. (N. S.) 884, Ann. Cas. 1912D, 734, are doing business 
in other territory than that of the appellee and by agreement, or 
because of the rule of equity here invoked, do not compete in each 
other’s territory under the name of Standard Oil Company, does 
not ipso facto deprive this appellee of the right to be protected 
in the territory it serves from unfair competition. There is no 
evidence in the case that any one of the corporations formerly 
controlled by the Standard Oil Company of New Jersey is now 
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violating any of the statutes of the United States, or the decree of 
court made in 1911; or that the appellee has done any wrong in 
any way connected with the acts of which it complains on the part 
of the appellant. United States Light § Heating Co. of Maine v. 
United States Light §& Heating Co. of New York, et al. (C. C.), 
181 F. 182. Since it does not appear that any action has been 
taken by the government against it on the ground that the appellee 
and the other corporations of similar name are not now complying 
with the law or the decree of court, the presumption to the contrary 
is without evidence to refute it. 

The suggestion in oral argument that the appellee does not 
come into court with clean hands, therefore, is not sustained on 
the record. The situation, however, may have some bearing on 
the extent of the injunction that should be issued in this case. 

There does not appear to be clear proof of impending inimical 
competition by the appellant as against the appellee in any territory 
other than that in which the appellee is now engaged. At least it 
does not appear to be so imminent as to other territory, or so clear 
that injury to the appellee will result therefrom, as to warrant 
so broad an injunction as was issued by the court below. We do 
not think this court at present is called upon to protect the appellee 
in other territory than that now served by it against competition 
by the appellant under the name of the Standard Oil Company 
of Maine, when there are so many other companies with similar 
names which may also enter into any field not now served by 
the appellee. We are of the opinion, therefore, on the record 
before us that the injunction should be modified and the appellant, 
its officers, agents, servants and attorneys, be enjoined from dealing 
in gasoline, petroleum, or any allied products and transacting 
any business in connection therewith within the State of New 
York, the New England States, or in any foreign country in which 
the appellee is now operating. The equity court will still be 
open to any litigant to obtain relief against unfair competition, 
either actual or when clearly imminent. 
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The case is remanded to the District Court, with directions 
to modify the decree in conformity with this opinion, and, thus 
modified, is affirmed; the appellant recovers costs of appeal. 


Anperson, Circuit Judge, concurs in the result. 


Hyman HvuesacuMan, Dorne Business as Ritz Perrume Co. v. 


CHARLES OF THE Ritz, INc. 
United States District Court, Eastern District of New York 


January 22, 1931 


Trape-Mark INFRINGEMENT—“Rirz” anv Device, anp “CHARLES OF THE 

Rrrz” Non-conriictine Marks. 

A mark consisting of the name “Ritz,” printed in a distinctive 
manner and circumscribed by oval-shaped scroll work, held not to 
infringe a mark consisting of the words “Charles of the Ritz.” 

Trape-Marx Inrrincement—Ricut to Use—Score or Rieur. 

The adoption and use by the plaintiff in 1922 of the name “Ritz” 
as a trade-mark for toilet preparations, and the fact that his business 
therein grew to large proportions, both in the States of New York and 
New Jersey and other states of the United States, held not sufficient 
grounds for enjoining the use by defendant of the mark “Charles of 
the Ritz,” on similar preparations, especially as the name “Ritz” had 
been adopted by defendant’s predecessor as early as 1912 and the use 
of such name either lone or in the phrase “Charles of the Ritz,” 
had been continuous thereafter. 


In equity. Action for trade-mark infringement. Bill dismissed. 


Hoguet § Neary (Daniel L. Morris and Ralph L. Chappell, of 
counsel), all of New York City, for plaintiff. 

Kenyon & Kenyon (Theodore Kenyon and Richard K. Parsell, 
of counsel), all of New York City, for defendant. 


Gatston, D. J.: This is a trade-mark infringement suit 
wherein the plaintiff alleges the infringement of the word “Ritz” 
as a trade-mark applied to toilet articles and preparations. The 
mark was registered by the plaintiff on an application filed in 
the United States Patent Office on June 24, 1924, certificate 
No. 194,807 issuing to the plaintiff on February 10, 1925. 
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From the facts adduced at the trial, it seems that the plaintiff 
established his present business of manufacturing and selling vari- 
ous toilet preparations sometime in 1922, and adopted the trade- 
name “Ritz.’’ After early sales made in Brooklyn, and shortly 
after in Manhattan, the plaintiff made sales in New Jersey. Some- 
time after 1922, his business spread to other states, and, so far as 
it is necessary to advert to the size of the business, it is sufficient 
to state that it increased from about $4,000 in 1922 to a gross 
business in 1929 of $160,000. The plaintiff has done some adver- 
tising, by circulars in newspapers and by radio broadcasting. 

From the evidence, I reach the conclusion that during the time 
the plaintiff was developing his business, the defendant and its 
predecessor were devoloping their business, each without any 
knowledge of the existence of the other. Until notice of infringe- 
ment was sent to the defendant, there is no reason to believe that 
the defendant or its predecessor, Charles Jundt, knew of the 
existence of the plaintiff’s business. Their use of the word “Ritz” 
was entirely independent of the plaintiff’s adoption and is clearly 
explained as innocent. 

The history of this use goes back to 1912, when the word 
“Ritz” was adopted as a trade-mark by one Charles H. Ritz, 
who maintained a barber shop in the Ritz Carlton Hotel in the 
City of New York. 

Mr. Ritz made up or caused to be made up toilet articles 
bearing the name “Ritz.” At first, just as did the plaintiff, he 
confined his sales to New York City. Later, from June, 1921, 
he made shipments of his Ritz Hair Tonic to various cities in the 
United States. In addition to the barber shop, Charles H. Ritz, 
also prior to 1919, conducted a ladies’ hair-dressing parlor in 
the Ritz Carlton Hotel. In the latter department he sold prepara- 
tions known as Ritz Cold Cream, Ritz Cuticle Cream, and Ritz 
Hair Tonic. In 1919, Charles Jundt, who worked for Charles 
H. Ritz, purchased from Ritz the ladies’ hair-dressing estab- 
lishment, with its equipment and good-will. Ever since, he -has 
operated it in the Ritz Carlton Hotel. Jundt, acting pursuant 
to the agreement with Charles H. Ritz, sold cosmetics and toilet 
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articles bearing labels containing the word “Ritz.” Then in 1926, 
because for years he had been known to his customers as “Charles 
of the Ritz,” he marked his products with that legend and organ- 
ized the defendant corporation. He had distributed and later 
the corporation continued to distribute his products in the metro- 
politan area and to some extent in other states of the United States. 

It may be noted that it is and has been customary for patrons 
of beauty shops to designate the proprietors and operators by their 
surnames. Thus it was that Charles Jundt, maintaining his shop 
in the Ritz Carlton Hotel, became known not merely as Charles, 
but also as “Charles of the Ritz,” to distinguish him doubtless from 
other artisans in the same trade, bearing the same surname. 

As to the respective rights of the parties, the defendant urges 
first that the plaintiff, having adopted a proper name as a trade- 
mark, cannot acquire exclusive rights to such proper name; that 
his rights, if any, must be limited to the particular mark registered. 
Any question of a broad property right in the name “Ritz” would 
accordingly be disposed of. Secondly, the defendant contends that 
the plaintiff was not the first adopter and user of the name as 
applied to the class of goods involved, and finally that the name 
“Charles of the Ritz’’ does not infringe the registered trade-mark. 

I think it clear from the evidence that the plaintiff is not 
entitled broadly to the name “Ritz” as his trade-mark and that 
he must be limited to the mark as registered. The mark as regis- 
tered consists of the word “Ritz” printed in a distinctive fashion 
on a black background and circumscribed by irregular oval-shaped 
scroll work. The use of the name “Ritz” by Charles H. Ritz 
in his barber shop and beauty shop and by Charles Jundt in his 
beauty shop, prior to the plaintiff’s use, negatives any broad rights 
which the plaintiff claims. 

It is urged by the plaintiff that the prior use of Charles H. 
Ritz is not such as to invalidate plaintiff's trade-mark. He urges 
that the limited business done by Ritz could not geographically 
establish general trade-mark rights in him. 

It is argued that the case at bar comes fairly within the case 
of Jacobs v. Iodeni Chemical Company, 41 Fed. (2d) 637 [20 
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T.-M. Rep. 288]. In that case Jacobs, the owner of a small drug 
store, adopted the trade-mark “Jodent” prior to its adoption by 
the Iodent Company. Jacobs, however, limited his use to the 
City of Paterson in New Jersey, whereas the Iodent Company had 
established the mark all over the United States including the State 
of New Jersey. Holding that the law of Hanover Star Milling 
Co. v. Metcalf, 240 U. S. 403 (36 S. Ct. Rep. 357 [6 T.-M. Rep. 
149]), and United Drug Co. v. Theodore Rectanus Co., 248 U. S. 
90 (39 S. Ct. Rep. 48 [9 T.-M. Rep. 1]), applied, the court while 
sustaining the right of the junior adopter to the rest of the United 
States, reserved, nevertheless, to Jacobs that portion of trade in 
the City of Paterson which he had established. But it must be 
noted that the court in the Iodent Case reached its conclusion 
because of the equities involved. The Iodent Company went into 
the State of New Jersey in ignorance of Jacobs’ trade-mark and 
expended efforts and money in establishing and expanding a busi- 
ness. Jacobs knew what that company was doing, and as the 
court said: 


“He stood by and let the Iodent Company occupy territory which 
was normally his and which, had he exercised proper diligence, could not 
be wrested from him. Moreover, he not only stood by and watched 
the Iodent Company develop its trade without the State of New Jersey 
with what he claims, and what the court has found, to be his trade-mark, 
but he actually assisted in developing its trade by selling the plaintiff's 
toothpaste bearing his own trade-mark. On the law that trade-mark rights 
grow out of use, not mere adoption, Hanover Star Milling Co. v. Metcalf, 
supra, and on the principle recognized in law that there is no property in 
a trade-mark except as an incident to a business, we are inclined to the 
view that where, as here, one, owning a valid trade-mark and entitled to 
a given territory, fails by efforts which are reasonable in time and extent 
to project his business and the accompanying mark into that territory, he 
cannot by reason of the mere fact of ownership pre-empt that territory 
forever. We hold, on the facts, and on the law, bearing on them, that 
trade-mark rights, like other rights that rest on user, may be lost by 
abandonment, non-user, laches, or acquiescence, Hanover Star Milling Co. 
v. Metcalf, supra, Jacobs is estopped to eject the Iodent Company from 
the territory of New Jersey which he yielded, to assert trade-mark in- 
fringement by its acts and to recover its profits which, for years, he 
watched grow into potential damages.” 


Such are not the facts of the present case. Here there is no 
proof whatsoever that Charles H. Ritz, the senior adopter, ever 
knew of the existence of the plaintiff’s business. Moreover, though 
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his sales were small they were made in the same territory as that 
which the plaintiff now seeks to monopolize. The plaintiff cannot 
prevail because of the greater magnitude of his business. As was 
said in Ansehl v. Williams, 267 Fed. 9 [10 T.-M. Rep. 444]: 


“The foregoing in a general way is what the evidence shows as to the 
business done by appellant and appellee. That of appellee was larger than 
that of appellant, but this fact is not decisive. In the case of Kathreiner’s 
Malzkaffee Fab. v. Kneipp Medicine Co., 82 Fed. 321, 27 C. C. A. 351, 
the Court of Appeals of the Seventh Circuit said: 


“‘Tt is not essential that its use has been long continued, or that the 
article should be widely known, or should have attained great reputation. 
The wrong done by piracy of the trade-mark is the same in such cases as 
in that of an article of high and general reputation, and of long-continued 
use. The difference is but one of degree, and in the quantum of injury. 
A proprietor is entitled to protection from the time of commencing the 
use of the trade-mark.’ ” 

The equities of the Iodent Case on which the court so largely 
based its conclusion are not found in this case. Charles H. Ritz 
is entitled to go on as he has been doing for years in selling his 
hair tonic under the designation “Ritz Hair Tonic” and he can 
continue to mark shipments (even under the decision of the Iodent 
Case) to such places in other states as he has been in the habit of 
supplying. It may well be that Charles H. Ritz could not suc- 
cessfully prevent the plaintiff or anybody else from using the name 
“Ritz” on toilet articles in markets not heretofore sought by him; 
but that is quite a different thing from asserting that because he 
could not maintain such exclusive rights the plaintiff can. For 
the foregoing reasons, I therefore believe the plaintiff's rights must 
be limited to the specific trade-mark registered. 

There remains then for determination whether the registered 
trade-mark is infringed by the legend, “Charles of the Ritz.” 

I do not think any confusion exists among the customers who 
normally use the products of the plaintiff or the defendant. As 
had been so often said, the purpose of a trade-mark is to designate 
origin. On the facts of the case the preparation known as “Charles 
of the Ritz’’ designates not the products of the plaintiff, but clearly 
those of the defendant. Without invading the rights of the plaintiff, 


the defendant has in a thoroughly consistent and proper manner 
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developed its own trade-mark in connection with its own business 
and should be protected therein. United Drug Co. v. Rectanus Co., 
supra. 

The defendant may have a decree dismissing the bill. Settle 
decree upon notice. 


In THe Matter oF THE APPLICATION OF BonipeE CHEMICAL 
Company, INc. 


United States Court of Customs and Patent Appeals 
February 3, 1931 


Trave-Marxs—RecistraTIon—Wuo May Recister—Ownersuip Presvup- 
poses Honest Use. 

The use of a mark required by the statute as a condition of 
registration must be a legal use, justified upon sound principles of 
truth and morality. 

Trape-Marxs—“Crow-Tox” ror Non-potsonovus Liqaumw Prorection AGAINST 

Brians anp ANIMALS. 

The word “Crow-Tox,” as a trade-mark for an alleged non-poison- 
ous liquid protective against birds and other animals held misdescrip- 
tive and deceptive and hence unregistrable. 


On appeal from a decision of the Commissioner of Patents 


refusing to register. Affirmed. For the Commissioner’s decision, 
see 19 T.-M. Rep. 252. 


Richard M. Martin, of Utica, N. Y., for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Garrett, J.: Appellant, Bonide Chemical Company, Inc., 
made application in August, 1928, for registration, under the 
Trade-Mark Act of February 20, 1905, of the compound word 


“Crow-Tox” as a trade-mark for use on a “preparation for pro- 
tecting seed against birds and animals and for invigorating seeds.” 

Registration was denied by the Examiner and his decision was 
affirmed by the Commissioner of Patents. Appeal was then taken 
to this court. 


It appears that when the Examiner first came to consider the 
application, after the formality of publication had been complied 
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with, he reached the conclusion that registration should be denied 
upon the ground that the word was merely descriptive of the goods 
on which it was used, being of the impression that the preparation 
was poisonous in character and thinking ‘“Crow-Tox” to be the 
equivalent of “crow-poison.”” He so held, citing Larvex Corpora- 
tion v. Peter C. Walter, which appears to be 151 MS. Dec. 763 
[18 T.-M. Rep. 503], by the Commissioner of Patents, rendered 
September 7, 1928. 

Thereupon appellant amended his original combined petition 
and statement by inserting therein the word “non-poisonous,” so 
that it read “. . . . has adopted and used the trade-mark 
shown in the accompanying drawing for a non-poisonous prepara- 
tion. we 


Upon the consideration of the application as thus amended 
the Examiner adhered to his former decision, saying: 


“It is immaterial whether or not a mark is truly or falsely descriptive.” 
(See In re National Phonograph Co., 128 O. G. 1295; 1907 C. D. 550.) 


In affirming the decision of the Examiner, the Commissioner 
(Assistant Commissioner Moore) said: 


“The law . . . . specifically provides that no trade-mark which 
consists ‘merely in words or devices which are descriptive of the goods 
with which they are used, or of the character or quality of such goods,’ 
shall be registered; and the courts have uniformly held that marks which 
are deceptive are not entitled to protection as a property right. . 

“The Trade-Mark Act does not forbid registration of descriptive 
words or devices as trade-marks, but only those which are descriptive of 
the goods, or the character or quality of the goods, with which they are 
used. Therefore, in order to determine whether words or devices used as 
trade-marks are descriptive of the goods or are deceptive, it is necessary 
to ascertain the probable effect such words or devices, when given their 
usual meaning, have upon the public mind. The meaning of some descrip- 
tive words or devices used as trade-marks is so foreign to the qualities 
or characteristics of the class of goods with which they are used as to 
render it unlikely that they would ever be regarded as used descriptively 
or deceptively. In such cases the marks are arbitrary and fanciful and 
form proper technical trade-marks. It is where the meaning of the words 
or devices is descriptive of the qualities or characteristics of the class 
of goods with which they are used as trade-marks that their registration 
is prohibited by the Trade-Mark Act. 

“The applicant’s mark is primarily for a preparation for protecting 
seed against birds and animals. It is common practice to include a poison 
in preparations of this class. The applicant’s trade-mark ‘Crow-Tox’ 
would, therefore, suggest to the mind of the public that the goods with 
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which the mark is used is a poison, the word ‘tox’ being defined the same 
as ‘toxic’ and ‘toxico’ from the Greek ‘toxicon,’ poison, a combining form. 

“It is contended by the applicant, however, that its mark is not 
descriptive of the goods, as the goods contain no poison for crows. This 
being true, then the mark is deceptive, as one wishing to purchase a 
poison for crows would be deceived into purchasing the applicant’s non- 
poisonous preparation.” 

The contention made before us appears to be, in substance, 
the same as that recited to have been made before the Commis- 
sioner. It is very frankly conceded by learned counsel for appel- 
lant that “crow-tox” has the same meaning as “crow-poison,” and 
that if the preparation of appellant were, in fact, poisonous, the 
word would be descriptive of the character and quality of the 
goods and hence its registration would be barred by the express 
terms of the statute. 

This concession as to the real meaning of “crow-tox”’ is, we 
think, correct. There are in common use in the English language 
many words derived wholly, or in part, from the Greek word 
“toxicon” which means poison. Examples are “toxic,” “toxicant,” 
“toxication,’ “toxicologist, ‘“‘toxicomania,” ‘“‘toxiferous,”’ “toxin,” 
and the like. This class of words is related to, and carries to all 
the suggestion of, poison. This suggestion is, of course, conveyed 
by the use of the syllable “tox.” 

In Funk & Wagnalls’ New Standard Dictionary “tox” as a 
complete word is not found, but it is given and defined thus: 


tox—l. Same as toxico— 
tox—2. Same as toxo— 
tox., toxicol., abbr. Toxicology. 


Toxic as a word is there defined: “1. Pertaining to or having 
the nature of poison; poisonous; as, a toxic substance.” 

In Webster’s New International Dictionary “tox” as a com- 
plete word is listed as being obsolete. It there appears thus: 


tox, v. t. To intoxicate. obs. 


We think, therefore, that ‘“crow-tox” is in all respects, as re- 
gards its meaning, the same as “crow-poison.” Hence the effort 
to register it under appellant’s amended application, raises the 
somewhat novel question whether, under the registration statute, 
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a word may be registered as a trade-mark when it is used upon 
a preparation which it, in fact, misdescribes. It does not speak 
the truth. If it did, admittedly, it would not be registrable. Since 
it speaks falsely, may it be admitted as not descriptive? 

It is argued that this proceeding is purely statutory and that 
the Patent Office and this court are bound by the naked words of 
the statute; that we have no concern, when descriptiveness is the 
only issue involved, except to ascertain the bald fact of whether 
the mark is merely descriptive—that is, whether it is truly descrip- 
tive; that the law is so drawn as to encourage registration, and 
that there is a requirement that no trade-mark shall be refused 
registration, except in designated cases, which “is just as impera- 
tive as the prohibition of the proviso against registration in cases 
specified,” citing Beckwith v. Commissioner of Patents, 274 O. G. 
618, 252 U. S. 588 (40 S. Ct. Rep. 414); 1920 C. D. 471 [10 
T.-M. Rep. 255]. 

Fully recognizing the fact that the proceeding is purely 
statutory, we nevertheless cannot acquiesce in this contention to the 
extent that appellant’s insistence would lead. 


By terms of the statute, ownership is an express prerequisite 
of the right to register. The opening words of the trade-mark 
registration act are ‘““That the owner of a trade-mark . . . . may 


obtain registration. . (Italics ours.) 

This court, following many decisions of the Court of Appeals 
of the District of Columbia (our predecessor in this particular line 
of trade-mark jurisdiction) and of other courts having jurisdic- 
tion of trade-mark questions, including the Supreme Court of the 
United States, has had several occasions to point out that in 
passing the Trade-Mark Registration Act, Congress added nothing 
to and took nothing from the common-law principles applying 
or relating to trade-mark ownership. B. F. Goodrich Co. v. Kenil- 
worth Mfg. Co., 17 C. C. P. A. (Patents) 1105 [20 T.-M. Rep. 
256]; Sun-Maid Raisin Growers of California v. American Grocer 
Co., 17 C. C. P. A. (Patents) 1084, 1087 [20 T.-M. Rep. 300], 
and numerous cases therein cited. In re Plymouth Motor Corp., 
18 C. C. P. A. (Patents) —. 
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In the Sun-Maid Raisin Growers Case, supra, we said: 


“Congress, by the enactment of the Trade-Mark Act of 1905, never 
intended to authorize the registration of a trade-mark the use of which 
could be prevented by resort to common law. (See California Packing Corp. 
v. Tillman & Bendel (Inc.), Patent Appeal No. 2341, 17 Ct. Cust. & Pat. 
Appls. 1048, Fed. (2d) , and B. F. Goodrich Co. v. Olive E. 
Hockmeyer, (Zip-On Mfg. Co., substituted), Patent Appeal No. 2208, 
17 Ct. Cust. & Pat. Appls. 1068, Fed. (2d) ——, both decided con- 
currently herewith. Also see Yale Electric Co. v. Robertson, 26 Fed. (2d) 
972, and Levy v. Uri, 31 App. D. C. 441.)” 

Bearing upon this question also are declarations of American 
Steel Foundries v. Robertson, 269 U. S. 872 (46 S. Ct. Rep. 160 
[13 T.-M. Rep. 289]). 

Trade-mark ownership primarily is a matter growing out of 
adoption and use of a mark, but in order actually to have valid title 
to a mark which the courts will protect other elements than these 
must be present. Use is an indispensable attribute, and it must 
be a legal use, justified upon sound principles of truth and morality. 
Such principles are basic in all law. 

We are at a loss to understand how one can acquire legal 
title—an ownership protectable in the courts—of a mark (there 
being no ownership, except when predicated upon use) which it 
is proposed to apply to a product and by it indicate that the prod- 
uct is of a particular character or quality, when, in fact, it has 
no such quality, and then secure registration of the mark, on its 
face descriptive, upon the statement that it is not descriptive be- 
cause false and misleading. It is inconceivable that Congress ever 
intended that any such result should be accomplished under the 
registration statute, notwithstanding the declaration that no mark, 
save certain excepted ones, should be refused registration. 

There is argument by the appellant that as a matter of fact 
there is no foundation “for the conclusion that any purchaser of 
a material to keep crows away from seed corn would be misled by 
the use of the trade-mark ‘Crow-Tox’ on a material non-poison- 
ous.” The only reason for this given by appellant is: “No farmer 
would be anxious to purchase such a material having poisonous 
qualities by preference.” It is also pointed out that there was filed 
in the hearing in the Patent Office, or with the amended applica- 
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tion, “a copy of one of the circulars used in advertising and selling 
applicant’s material upon which there is shown underscored in ink 
the statements ‘Crow-Tox is non-poisonous and will not injure any 
kind of corn. Neither will it clog any planter or kill birds or 
animals.’ ” 

This argument is beside the issue. It is the word of the 
mark, not the statement of an advertising circular which appellant 
seeks to register, and the fact that a farmer might not buy crow 
poison by preference has no bearing upon the merits of the question. 
As a matter of fact, basing our conclusion upon common observa- 
tion and experience in life, we do not doubt but many farmers 
would, at frequent intervals, much prefer poison for these pestifer- 
ous creatures. 

There is little direct authority to be found in judicial decisions 
upon the purely registration feature of such marks. This is prob- 
ably due to the fact that there have been few instances where 
attempts have been made to register marks upon their face descrip- 
tive, but avowed in the application not to be, for the reason that it 
was intended to use them upon products that would not conform to 
the implication or meaning of the marks. 

The precedents of the Patent Office tribunals are cited in their 
decisions, supra. 

Worden v. California Fig Syrup Co., 187 U. S. 516 (23 
S. Ct. Rep. 161), was a proceeding in equity. Defendant there 
sought an injunction against plaintiff to prevent use by the latter 
of the words “Syrup of Figs” or “Fig Syrup,” or any colorable 
imitation thereof, on certain products, alleging its (defendant’s) 
right to exclusive use of such mark. In plaintiff’s defense it was 
alleged and proved that defendant’s preparation did not, in fact, 
include any fig syrup. The case reached the Supreme Court of 
the United States and that tribunal in the course of its opinion said 
(197 U. S. 528): 


“We find, however, more solidity in the contention, on behalf of the 
appellants, . . .; that where any symbol or label claimed as a trade-mark 
is so constructed or worded as to make or contain a distinct assertion 
which is false, no property can be claimed on it, or, in other words, the 
right to the exclusive use of it cannot be maintained.” (Italics ours.) 
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Authorities were then cited. 

In Levy v. Uri, 81 App. D. C. 441, the Court of Appeals of 
the District of Columbia reversed a decision of the Commissioner 
of Patents and denied registration of the word “Brookwood” as 
a trade-mark for whiskey, because it was found that the proposed 
registrant had, in printed matter accompanying the mark, repre- 
sented the product to be rye whiskey, when as a matter of fact it 
was a blend, saying (81 App. D. C. 446): 


“It is our conclusion that, because of the misleading statements on 
the labels containing the mark, appellee can claim no property right 
therein, and is not entitled to claim the benefits of the trade-mark act.” 
(Italics ours.) 

The distinction between the Levy Case and that at bar is that 
in the latter it is the mark itself which misleads, and not merely 
statements accompanying it on the label. 

Many authorities bearing upon the issue are cited in this latter 
decision, and others are Federal Products Co. v. Lewis, 367 
O. G. 3; Coffin Redington Co. v. Turner, 1917 C. D. 187; 46 App. 
D. C. 449; 242 O. G. 751. 

The decision of the Commissioner of Patents is affirmed. 


CELANESE CORPORATION OF AMERICA V. Vanity Farr Sirk MILts 
United States Court of Customs and Patent Appeals 


February 25, 1931 


Trave-Marxs — Oppostrion — “S1LKENESE” AND “CELANESE” — CONFLICTING 
Marks. 
The word “Silkenese” held to be confusingly similar to “Celanese,” 
both used as trade-marks on silk fabrics. 
Trape-Marxs—Opposirion—No Use or Marx. 
Appellee, having made no use of the word “Silkenese” on its 
goods, held not entitled to registration. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Modified. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 381. 
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Baldwin’ §& Wight, of Washington, D. C. (Frank A. Bower, 
Isadore Seltzer and Chas. W. Levinson, of New York 
City, of counsel), for appellant. 

Mason, Fenwick & Lawrence (Edward T. Fenwick, Edward G. 
Fenwick and Charles R. Fenwick, of counsel), of Wash- 
ington, D. C., for appellee. 


Hartrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents. 

It appears from the record that appellee filed an application for 
the registration of the trade-mark “Silkenese” for use on “knitted, 
netted, and textile fabrics’ composed of “Silk and Bemberg Fiber.” 
: Thereafter, a notice of opposition was filed by appellant, in which it 
was claimed that appellant was the owner of the trade-mark “Cela- 
nese”; that it had used its mark on its goods for many years prior to 
the use by appellee of its mark; that the goods of the parties pos- 
sessed the same descriptive properties; that the involved marks 
were confusingly similar; and that appellant would be injured by 
the registration of appellee’s mark. 

It appearing from the testimony submitted by appellee that 
it had not used the trade-mark “Silkenese” on the goods set forth 
in its application for registration, counsel for appellee, on the 
hearing before the Examiner of Interferences, stated that appellee 
did not intend to contest the opposition. 

Thereupon, the Examiner of Interferences sustained the op- 
position and held that appellee was not entitled to register its 
trade-mark. 

Appellee appealed to the Commissioner of Patents, ‘who, after 
stating the facts substantially as hereinbefore recited, dismissed 
the opposition on the ground that the involved trade-marks were 
not confusingly similar. He held, however, that, as appellee had 
not used the trade-mark “Silkenese” on the goods described in its 
application, it was not entitled to have the mark registered. 

It is claimed by appellant that the Commissioner erred in dis- 
missing the opposition. 
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Although we do not mean to be understood as holding that, 
in all cases of this character, the opposition should be sustained, 
nevertheless, in view of the fact that this proceeding was con- 
solidated in the Patent Office with the case of the Celanese Corpo- 
ration of America v. Vanity Fair Silk Mills, Opposition No. 8,349, 
involving the same parties, the same trade-marks, and goods of 


the same descriptive properties, and, as the parties presented such 
evidence as they desired relative to the issues raised by the notice 
of opposition and the answer thereto, including the similarity of 
their goods and the involved trade-marks, we are of opinion that 
the parties were entitled to a decision on the merits of the case. 
Accordingly, on the authority of our decision in the case of Celanese 
Corporation of America v. Vanity Fair Silk Mills, Opposition 
No. 8,349, 18 C. C. P. A. (Patents) —, — F. (2d) — (see p. 151 
post), the decision of the Commissioner of Patents is modified, 
being affirmed insofar as it holds that appellee is not entitled to 
have its trade-mark registered, and in all other respects reversed. 


Civett, Peasopy & Co., Inc. v. Denver M. Wrient 
United States Court of Customs and Patent Appeals 
February 11, 1931 


Trape-Marxs — CANCELLATION — “Arm-O” anno “Arrow” — ConFLicrTINnG 

Marks. 

The word “Air-O” held to be confusingly similar to the word 
“Arrow,” both words being used as trade-marks on certain articles of 
wearing apparel. 

Trape-Marxs—CanceELLaTIOnN—Goops or SAME Descriptive Properties. 

Men’s and women’s cloth belts held to be of the same descriptive 
properties as handkerchiefs, nightshirts, pajamas, undershirts, under- 
drawers and union suits. 

Trapve-Marks—CaNCELLATION—LACHES. 

Inasmuch as section 17 of the Trade-Mark Act of 1905 provides 
that the aggrieved party has a right to bring action for cancellation “at 
any time,” the mere passage of time held not to be a bar to the right 
of cancellation by a prior user. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a petition for cancellation. Reversed. 
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Roberts, Cushman & Woodberry (Charles D. Woodberry, 
Richard F. Walker, and John J. Darby, of counsel), all of 
Washington, D. C., for appellant. 

No appearance for appellee. 


Briann, J.: From a decision of the Commissioner of Pat- 
ents, dismissing a petition for cancellation of the registration of 
the trade-mark “Air-O,” No. 162,625, dated December 19, 1922, 
issued to Denver M. Wright for belts for men’s and women’s wear, 
appellant has appealed to this court. 

Petitioner’s petition is grounded upon the contention that ap- 
pellee was not entitled to the use of his mark on the date of his 
application for registration, for the reason that at the time of 
the making of said application, the petitioner, appellant herein, 
was the owner and user of the trade-mark “Arrow,” which was 
sometimes used in the printed form with the pictorial representa- 
tion of an arrow, and sometimes used in the printed form alone, 
upon various articles of wearing apparel sold chiefly in men’s 
furnishing stores. 

The record shows that said petitioner is a New York corpo- 
ration engaged in the manufacture and sale of collars and cuffs, 
outer shirts, including dress, negligee and work shirts, pajamas, 
nightshirts, undershirts, underdrawers, union suits, handkerchiefs, 
neckties, fabric bathing belts and other articles of dress and ap- 
parel; that its business was established in 1851; that its factories 
are located at Troy, Waterford, Schenectady, Rochester, Corinth, 
Nassau, Greenwich, all in New York, and at South Norwalk, Conn., 
Leominster, Mass., and Kitchener, Canada; that it maintains sales- 
rooms and offices in twenty-three principal cities in this country; 
that its trade extends throughout this country and the principal 
foreign markets of the world, and that it is the largest collar and 
shirt manufacturer in the world; that the petitioner’s said goods 
are sold and retailed in men’s furnishings stores or haberdashery 
shops, in department stores, and in general clothing stores; that 
all of petitioner’s said products are marketed under a trade-mark 
consisting of the word “Arrow” or of the pictorial representation 
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of an arrow, or of said word “Arrow” associated with said pic- 
torial representation of an arrow; that said mark has been con- 
tinuously used by the petitioner and its predecessors in business 
since 1885 on shirts, collars and cuffs; that its use was extended 
to handkerchiefs about April, 1909, and to nightshirts, pajamas, 
undershirts, underdrawers and union suits about July, 1913, and 
to bathing belts in November, 1926, since which dates said uses 
have been continuous; that at the time of its expansion of business 
to fabric bathing belts and continuously since that time, the peti- 
tioner’s said belts have been made of the regular stock of material 
from which certain of its collars have long been made and upon 
its regular machines used for cutting, folding, binding and stitching 
collars; that the petitioner is the owner of twelve different regis- 
tered trade-marks which registrations date from 1900 to 1925. The 
record further shows large expenditures of money for advertising 
and many other details of petitioner’s business which we will not 
set out here. The petitioner also introduced into the record a long 
list of trade-mark registrations of various firms showing the line 
of goods or different articles of men’s wearing apparel which were 
handled by such firms and covered by such registrations. 

The earliest date of use claimed by appellee is in the year 
1915. 

The Commissioner affirmed the decision of the Acting Exam- 
iner of Interferences whose decision dismissed the petition for 
cancellation. The decision of the Commissioner is to the effect 
that appellant did not use the “Arrow” trade-mark for belts until 
1926 and that its right to extend its use of the “Arrow” mark 
to belts was lost due to laches, since “petitioner practically ac- 
quiesced in the exclusive use of the mark ‘Air-O’ on belts from 
1915 to 1926,” and holds that it would be “inequitable” to now 
give appellant the exclusive use of the trade-mark “Arrow” on 
belts, citing Victor Stove Co. v. Hall-Neal Furnace Co., 874 O. G. 
252 [18 T.-M. Rep. 178]; and France Milling Co. v. Washburn- 
Crosby Co., 7 F. (2d) 304 [15 T.-M. Rep. 185]. 

Appellant contends that the registration of appellee’s trade- 
mark was not warranted in law for the reason that the marks were 
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identical (that is, identical in sound) and the goods of appellee 
and the goods of appellant at the time of appellee’s registration 
were of the same descriptive properties; that since belts were 
in the same class, and closely related in their sale and use, with 
the articles sold by appellant, appellant had the right to extend 
its business at any time to the sale of belts and use its “Arrow” 
trade-mark thereon; and that the Commissioner erred in holding 
that appellant had lost such right by laches, inasmuch as the record 
was barren of any evidence whatever to the effect that appellant 


had any notice or knowledge of any facts which might be regarded 
as the basis for laches. 


Counsel for appellant stated in argument that appellant first 
sought to register its “Arrow” trade-mark for cloth belts, which 
registration was refused on the theory that at that time the appellee 
owned a registered trade-mark for “Air-O” on men’s and women’s 
belts. He further stated that appellant did not appeal from 
the action of the Patent Office for the reason that appellant’s 


counsel was of the opinion that the issue on such an appeal would 
involve only the similarity of the trade-marks and the descriptive 
properties of the goods of the respective parties; but that after 
registration had been refused, he then proceeded under section 13 
of the Trade-Mark Law of 1905 for cancellation in order that 
appellee’s registered mark, when cancelled, would not be a bar 
to an application for registration of the trade-mark “Arrow” for 
cloth belts. 
We think the Commissioner erred in his finding: 


“That the registrant’s belt does not have the same descriptive prop- 
erties as any of the articles to which the petitioner appropriated its mark 
up to the time the registrant entered the field is evident. One wishing 
to purchase collars, cuffs, shirts, etc., would never be deceived into pur- 
chasing the registrant’s belt; nor would one wishing to purchase regis- 
trant’s belts be deceived into purchasing any one of the petitioner’s articles 
to which it appropriated its mark prior to 1926.” 


Men’s and women’s belts are of the same descriptive properties 
as most, if not all, of the articles of wearing apparel upon which 
appellant used its “Arrow” trade-mark prior to the earliest use 
by appellee of its registered mark. California Packing Corp. v. 
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Tillman & Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 
108 [18 T.-M. Rep. 590]; B. F. Goodrich Co. v. Hockmeyer, 
17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 
205]; Cheek-Neal Coffee Co. v. Hal Dick Mfg. Co., 17 C. C. P. A. 
(Patents) 1103, 40 F. (2d) 106 [20 T.-M. Rep. 274]. The 
application for registration of appellee should have been refused, 
since the word “Air-O” and the word “Arrow” are identical in 
sound, one word being a misspelling of the other. Appellee, at 
the time of making his application, was not the owner of the trade- 
mark for which registration was sought, since the same had already 
been appropriated, used and registered for use for goods of the 
same descriptive properties. In our view it should have been clear 
to the Commissioner that confusion would result from the con- 
current use of the two marks and that the appellee’s mark should 
not have been registered. 


Upon this record, we think the Commissioner erred in his 
holding that on account of laches appellant lost its right to extend 


the use of its “Arrow” trade-mark to belts. There is no such 
statement of facts shown herein as was involved in the two cited 
cases. For instance, in the France Milling Co. Case, supra, a cir- 
cuit court of appeals decision, the reference to laches on the part 
of Washburn is predicated upon Washburn’s “acquiescence of so 
many years, while France was building up a non-competitive busi- 
ness,” being such conduct as to bar Washburn from the right to 
an injunction in equity against the France Milling Co. The 
“acquiescence” referred to in the France Milling Co. Case, supra, 
no doubt contained the element of notice which is absent in the 
case at bar. See cases cited in Cluett, Peabody & Co. v. Hartogen- 
sis, 17 C. C. P. A. (Patents) 1166, 41 F. (2d) 94 [20 T.-M. Rep. 
452). 

In Cluett, Peabody § Co. v. Hartogensis, supra, this court had 
substantially the same question under consideration and it was there 
held that, under the provisions of section 18 of the Trade-Mark 
Act of 1905, the aggrieved party, having the right to bring his 
action “at any time,” the mere passage of time would not be a 
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bar to a prior user of a trade-mark being successful in a cancella- 
tion proceeding. We there held: 


“That the section provides that the proceeding may be brought at 
any time for the determination of these questions by one who deems 
himself injured by the registration of the mark, and that laches upon the 
part of the applicant is not a bar to the bringing of the proceeding pro- 
vided for by the section.” 


However, further along in the decision we find the following: 


“We think it appropriate to say in this connection that this opinion 
should not be construed as implying that affirmative acts of a prior owner 
and user of a trade-mark, relied upon by a registrant to his injury, would 
not be a bar to the right of cancellation in a proceeding under said sec- 
tion 13. We go no further than to hold that in view of the express 
language of the section mere laches is not such a bar, and nothing more 
than laches is claimed in the case at bar.” 









We conclude, therefore, that appellant herein is within its 
statutory rights in bringing the action for cancellation and that the 
trade-mark “‘Air-O,” No. 162,625, dated December 19, 1922, should 
be cancelled. 

The decision of the Commissioner of Patents is reversed. 




















Garrett, J., dissenting: I am unable to agree with the 
majority that, under the facts of this case, appellee’s “Air-O” 
trade-mark should be cancelled. 

Briefly, the facts are these: 

Appellee began the use of his mark on leather belts worn 

. upon the person in 1915, and has continuously so used it since, 
without complaint or question, so far as this record shows, until 
this cancellation proceeding was instituted sometime in 1927. 

In 1922 appellee, having then used the mark for about seven 
years, secured its registration under the Trade-Mark Act of 1905, 
“for use on men’s and women’s belts.” 

Prior to 1915 appellant had used the trade-mark “Arrow,” 
combined with a representation of an arrow, on collars, cuffs and 
outer shirts, and held five registrations of same. Whether these 

registrations were of the word “Arrow” alone, or of the word com- 

bined with the picture, the record does not show. Of eleven ex- 
hibits of the mark filed, as those used, nine of them have the word 
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and picture combined. Subsequent to 1915 appellant extended its 
use of the mark to handkerchiefs, union suits, pajamas, nightshirts, 
and other articles of wearing apparel. In 1926 it extended its 
line of goods to bathing belts made of the same kind of fabrics 
that are used in the manufacture of some of its collars and, perhaps, 


some of its other goods. Its arrow mark was used upon these 
belts and in 1927 it sought to register same for belt use. This 
application was denied on the ground that it conflicted with ap- 
pellee’s mark “Air-O,” since the goods of both parties were belts. 
While its application was still pending, following an early prelimi- 
nary adverse action by an examiner, appellant instituted the can- 
cellation proceedings. It did not carry its application for regis- 
tration beyond the Examiner’s final or third decision rendered 
after a second reconsideration. 

It thus appears that appellant did not enter the belt field 
until eleven years after appellee had begun the use of the mark 
on belts and four years after appellee’s registration. 

It seems obvious that appellee has strong equities. There is 
no suggestion of the slightest bad faith upon his part; no con- 
tention that he was endeavoring to obtain any benefits from 
appellant’s advertising or appropriate to his advantage any part 
of appellant’s good-will. He began and continued the use of his 
mark in good faith, and registered it. He has evidently built 
up an extensive business in interstate and foreign commerce. The 
stipulated record shows: 


va . . in most of the states of the Union and in Canada, Cuba, 
Hawaii, Holland, Egypt, Japan and Mexico, from which foreign countries 
registrant has received orders for belts under the trade-name of ‘Air-O.’” 

His location is at St. Louis, Mo.; the locations of appellant are 
in the Eastern States and one in Canada. They were in no sense 
competitors and appellant has made no effort to show any actual 
injury to itself growing out of appellee’s use of his mark over 
a period of many years. No confusion as to origin of the respective 
goods, or as to anything else, has been shown; no attempt has been 
made to show any. 
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It seems-to me that the goods at issue in this cancellation 
proceeding, proper to be considered, are only those which were 
being dealt in by the respective parties in 1915 when appellee’s 
use of his mark began. These were collars, cuffs and outer shirts 
(of textile material) on the one hand and belts (of leather) on the 
other. 

If we extend the matter up to the date of appellee’s registra- 
tion, December, 1922, we should add to appellant’s goods, hand- 
kerchiefs, nightshirts, pajamas, undershirts, underdrawers, and 
union suits. 

In the common and ordinary meaning of the phrase “of the 
same descriptive properties,’ I think it may be fairly said that 
they do not apply to the goods in which the respective parties to 
this case were dealing prior to 1926. There were no complaints 
by appellant of appellee’s use of his mark or of his registration 
of same, of which latter it had at least constructive notice, until 
appellant had entered the bathing belt field and sought to register 
for that field. 

But, even if it be conceded that the goods are of the same 
descriptive properties, by reason of the construction given by this 
court to the word “class,” there remains the difference in the marks 
themselves. 

I do not agree that they are so similar as that the statute should 
be held to justify or require the cancellation of appellee’s mark. 

Admittedly they do not have the same appearance. No person 
looking at them would be at all likely to think of any resemblance 
between them. Appellant’s word, “Arrow,” is most frequently 
used in connection, or in combination, with a representation of 
an arrow. It was being wholly so used in and prior to 1915. 
Indeed, this representation is quite as distinctive as the word itself. 
Appellee’s word, “Air-O,” is, according to the record, used alone, 
unaccompanied by any sign or symbol. Whether appellant’s regis- 
trations have generally had the representation of the arrow as a 
part of the drawings does not appear. The registrations were not 
placed in the record. Why, I do not know. As stated above, nine 
of the eleven exhibits purporting to give the mark as used show 
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the picture or representation of an arrow. Appellee’s registration 
is in the record and consists of the single word “‘Air-O.” 

It is only when the words are pronounced that any resemblance 
is noted and I do not believe that an order of cancellation should, 
in this case, be based upon sound alone. 

The equities of appellee are too great here to admit of their 
being lightly brushed aside. He is not the newcomer in the belt 
field against whom doubt should be summarily resolved. He is 
the prior user of the mark for belts, and, as between the parties, 
is entitled, as I view it, to have any doubt resolved in his favor. 
So far as any public interest may be thought to be involved, there 
has been no confusion in the past and I know of no reason to 


presume that any will result from a continuance of the status quo. 


This court has had occasion to say in several cases, in sub- 
stance, that it would be useless to admit a mark to registration 
which a court of equity will not protect. In so saying we but 
followed what other courts have frequently said. The Supreme 
Court of the United States itself has declared the principle. 

The converse of this proposition, within proper limits, is 
true, of course, and I think the principle is applicable here. That 
appellee has acquired property rights in the mark “Air-O,” which, 
upon this record, a court of equity would protect, I do not for a 
moment doubt. He is, in my opinion, entitled to have his registra- 
tion stand. 


Unrrtep States Gypsum Co. v. Piastom Propvucts, Inc. 
United States Court of Customs and Patent Appeals 
February 11, 1931 


Trave-Marxks—“RockiaTH” anv “LockiatH”—Conr.ictinc Marks. 

The word “Rocklath” held to be confusingly similar to “Locklath,” 

both marks being used for plaster wallboards. 
Trave-Marxs—Oppostrion—DerinitIon or “Uncitean Hanps.” 

Although the label filed with appellee’s application was not in 
the exact form actually used on the goods, there was no evidence 
of any intention to misrepresent the facts. Appellants could not, 
therefore, plead the defense of unclean hands. 
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Appeal from the decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. For Commissioner’s 
decision, see 20 T.-M. Rep. 481. 


Arthur A. Olson and A. Arnold Brand, both of Chicago, IIlL., 
for appellant. 


Albert J. Fihe, of Chicago, Ill., for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences sustaining the 
opposition to the registration by appellant of the trade-mark “Rock- 
lath” for use on plaster boards and plaster wallboards. 

In its application, filed October 16, 1925, appellant alleged 
that it had used its trade-mark on its goods since June 1, 1925. 

In its notice of opposition, filed December 22, 1925, appellee 
alleged that it had used the trade-mark “Locklath” on plaster 
boards and plaster wallboards since July 1, 1919; that the goods 
of the parties possessed the same descriptive properties and were 
sold to the same trade; that the marks were confusingly similar; 
and that appellee would be damaged by the registration of appel- 
lant’s mark. 

It was stipulated by the parties on the trial below that ap- 
pellant had used its trade-mark on its goods since, but not earlier 
than, June, 1925. Accordingly, it was incumbent upon appellee 
to establish adoption and continuous use of the trade-mark “Lock- 
lath” on its goods prior to June, 1925. 

Each of the tribunals of the Patent Office discussed the evi- 
dence somewhat in detail, and each held that appellee had used 
the trade-mark “Locklath” on its goods for many years prior 
to June, 1925; that the goods of the parties possessed the same 
descriptive properties; that appellant’s mark, “Rocklath,” closely 
simulated appellee’s mark, “Locklath’; that the registration of 
appellant’s mark would be likely to cause confusion or mistake in 
the mind of the public and deceive purchasers; and that appellant 
was not entitled to have its mark registered. 
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Although counsel for appellant has advanced in this court 
many reasons why, in his opinion, the decision of the Commissioner 
should be reversed, his main contention is that, when appellee 
filed an application for registration of its mark, “Locklath,” on 
June 10, 1926, it forwarded with its application a label which had 
been used on samples, but not on goods sold in interstate com- 
merce; and that appellee was guilty of a material false representa- 
tion in the filing of its application, and, therefore, is not in a posi- 
tion to urge its opposition to the registration by appellant of its 
trade-mark. 

This matter was presented on the hearing before the Examiner 
of Interferences, and again on a motion for a rehearing. The same 
question was presented to the Commissioner of Patents on both 


the hearing and an application for a rehearing. 

If the label filed with appellant’s application was not precisely 
in the form of the trade-mark actually used by appellant, that 
fact does not clearly appear from the record. In any event, there 
is no indication from the evidence that appellee misrepresented or 


had any intention of misrepresenting the facts. 

Counsel for appellant has cited, in support of his argument, 
several cases holding in substance that, in order to establish his 
right to protection in a trade-mark opposition proceeding, the op- 
poser must come into court with clean hands. 

In view of our conclusions hereinbefore stated, it is unnecessary 
to discuss these cases. 

We are of opinion that appellee has established that it used 
its trade-mark “Locklath” continuously since long prior to the 
adoption and use by appellant of the mark “Rocklath”; that the 
goods of the parties possess the same descriptive properties; that 
the marks are confusingly similar; and that appellee would be 
damaged by the registration of appellant’s alleged trade-mark. 

Accordingly, the decision of the Commissioner of Patents is 
affirmed. 
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Cuarites McFaritanp v. Watter C. Benper 


United States Court of Customs and Patent Appeals 


February 11, 1931 


Trave-Marxs—INTERFERENCE—EVIDENCE. 

Where, in an interference proceeding, the proof of priority de- 
pended on the abandonment of the mark by a third party, the latter’s 
statement that she had abandoned the mark, unsupported by other 
evidence, held insufficient, particularly as said party was shown to have 
assigned the mark to others prior to the alleged date of abandonment. 

Appeal from a decision of the Commissioner of Patents in an 
interference proceeding. Affirmed. For the Commissioner’s deci- 


sion, see 19 T.-M. Rep. 181. 


Bernard F. Garvey and Irving L. McCathran, both of Wash- 
' ington, D. C., for appellant. 
James M. Spear (Ellis 8. Middleton, of counsel), both of New 
York City, for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark interference 
proceeding from the decision of the Commissioner of Patents hold- 
ing that neither of the involved parties was entitled to register 
the trade-mark “Red Caps” for use on certain medicinal prepara- 
tions. 

In his application filed June 5, 1925, appellant alleged that 
he had used the trade-mark on his goods continuously since July 1, 
1921. 

Appellee, in his application filed October 26, 1925, alleged 
that he had used the trade-mark on his goods continuously since 
October 7, 1925. 

Appellant submitted no evidence and is restricted, therefore, 
to his filing date. 

Appellee submitted evidence for the purpose of establishing 
continuous use of the trade-mark since long prior to appellant’s 
filing date—June 5, 1925. 

The Examiner of Interferences held that the evidence was 
sufficient to establish that appellee had used the trade-mark in 
question continuously for many years prior to, and since, appel- 
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lant’s filing date; and that, as he was the first to adopt and use 
the mark, he was entitled to register the same. 

In his decision rendered February 6, 1929, the Commissioner 
of Patents held that the evidence submitted by appellee was not 
sufficiently clear and convincing to show that he had adopted and 
used the trade-mark prior to October 7, 1925. He further held 
that, as the record disclosed that the trade-mark in issue was 
registered by one Flora Ely Schmauser on April 23, 1907, 
No. 62,211, for use on an alleged “cold cure” and, as it appeared 
from the assignment records in the Patent Office that the regis- 
trant’s title to, and interest in, the mark had been assigned to 
R. A. Gamble and William E. Armstrong on May 26, 1910, the 
title and the right to use the trade-mark were vested in the as- 
signees of record when each of the parties adopted and first used 
the mark; and that, therefore, neither could claim priority. In 
this connection, he said: 


“It appears, therefore, that when the parties to this interference 
adopted and appropriated the said mark, they were trespassers and neither 
could claim priority on the abandonment of the mark by the legal owners 
thereof, assuming the mark to have been abandoned by said owners. As 
was stated by the Court of Appeals, District of Columbia, in Justin Seu- 
bert, Incorporated v. A. Santaella & Co. (166 O. G. 987; 36 App. D. C. 
447; 1911 C. D. 341 [1 T.-M. Rep. 42]): 

“If two or more persons are using the mark at the time of abandon- 
ment, with or without knowledge of its prior use, neither would be prior 
to the other in point of time, since no one could in any event date priority 
of use beyond the time when the prior owner surrendered title by the act 


of abandonment.’ ” 

Thereafter, on February 26, 1929, counsel for appellant, 
McFarland, formally notified the Commissioner of Patents that 
a letter had been received from the registrant, Flora Ely 
Schmauser, stating that she had not used the registered mark 
since 1909; that the assignment of her title and right to use the 
mark was invalid; and that, therefore, registration No. 62,211 
ought not to be considered as a bar to the registration of the mark 
by appellant. It was also stated, by counsel for appellant, that, 
if the showing made by counsel was deemed by the Commissioner 
of Patents to be insufficient, appellant should be given an oppor- 
tunity to submit further evidence. 
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The letter from the registrant, Flora Ely Schmauser, referred 
to by counsel, reads as follows: 

2/18/29. 
Mr. B. F. Garvey, 


Washington, D. C. 
Dear Sir: 


Your letter of inquiry was forwarded to me. In reply will say I have 
not used the word “Red Caps” in years. 

Since 1909 and probably a year or two before that date. 

As for Dr. Gamble and Armstrong I cannot say. 

Hope this will be of some assistance to you. 

I am, 


Very truly, 
Mrs. Frora E. ScHMAuser, 
202 Market Ave. So., Canton, Ohio. 


Thereupon, on March 2, 1929, the Commissioner of Patents 
set aside his former decision and granted the parties to the inter- 
ference a period of forty days within which evidence of abandon- 
ment of said registered mark might be submitted. 

On April 12, 1929, counsel for appellant filed an affidavit of 
the registrant, Flora E. Schmauser, and the cause was again sub- 
mitted to the Commissioner. The pertinent part of the affidavit 
reads as follows: 


“Flora E. Schmauser, of 202 Market Avenue, South, Canton, Ohio, 
being duly sworn, deposes and says that she is the registrant of trade- 
mark registration No. 62,211, on trade-mark “Red-Caps,” registered April 
23, 1907; that use of this trade-mark was voluntarily abandoned by her in 
or about the year 1909 and has never been used by her since that date; 
that she is not aware that the mark has been used by others subsequent 
to her abandonment of the same; and that she has no interest whatsoever 
in the controversy now pending in the United States Patent Office, cap- 
tioned Trade-Mark Interference No. 1,112, Eugene J. Murphy Company v. 
Walter C. Bender v. Chas. A. McFarland; and that she is not acquainted 
with any of the parties thereto. 


“Frora E. ScoMAvsER.” 


Thereafter, on April 23, 1929, the Commissioner reconsidered 
the evidence in the case and held that the testimony submitted 
originally by appellee was sufficient to establish adoption and use 
of the involved trade-mark for medicinal preparations prior to 
appellant’s filing date. He held, however, that the evidence was 
not sufficient to establish that the registrant, Flora Ely Schmauser, 
had abandoned the use of the trade-mark prior to the date of 
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her assignment of her title and right to use the same to Gamble 
and Armstrong; that the registration of the mark and the assign- 
ment thereof by the registrant was prima facie evidence of owner- 
ship by the assignees, Gamble and Armstrong; and that, as it 
appeared that each of the parties to the interference had attempted 
to adopt, appropriate, and use the mark on goods of the same 
descriptive properties during its ownership by Gamble and Arm- 
strong, neither of them was entitled to register it. 

Counsel for each of the parties are here contending that the 
letter and affidavit of the registrant, Flora Ely Schmauser, are 
sufficient to establish that she had voluntarily abandoned the trade- 
mark prior to her assignment of the same to her assignees; that 
the assignment by the registrant was invalid; and that, therefore, 
neither the registration nor the assignment thereof by the regis- 
trant is a legal bar to the registration of the mark. Accordingly, 
it is agreed by counsel for the involved parties that the question 
of priority is the only issue that this court need consider. 

It is conceded by counsel for the parties that, if the evidence 
in the record is insufficient to establish that the registrant, Flora 
Ely Schmauser, voluntarily abandoned her registered trade-mark 
prior to her assignment of the same to her assignees, Gamble 
and Armstrong, neither of the parties is entitled to have the mark 
registered. 

It appears from the record that the attention of counsel for 
the parties was directed to registration No. 62,211 several years 
before the Commissioner rendered his original decision; that, at 
the request of counsel for appellant, the Commissioner set aside 
his original decision and granted the parties a period of forty days 
in which to establish that the registrant had voluntarily abandoned 
the involved trade-mark prior to her assignment of the same; that 
the only evidence submitted by counsel consists of a letter from 
the registrant in which she said that she had not used the trade- 
mark “since 1909, and probably a year or two before that date. 
’ and an affidavit 
signed by the registrant in which it was stated “that use of this 


As for Dr. Gamble and Armstrong, I cannot say,’ 


trade-mark was voluntarily abandoned by her in or about the 
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year 1909, and has never been used by her since that time; and 
that she is not aware that the mark has been used by others sub- 
sequent to her abandonment of the same.” 

We are of opinion that the statement contained in the regis- 
trant’s letter and affidavit are not sufficient to establish that she 
abandoned the registered trade-mark prior to her assignment of 
the same. It is true that she said she had voluntarily abandoned 
it about the year 1909. However, it appears that, for a valuable 
consideration, she assigned her right and title to the same on 
May 26, 1910. This circumstance is not explained by the regis- 
trant, nor did she refer to it in either her letter or her affidavit 
of record, although counsel for the parties knew, or should have 
known, that her assignment was a vital factor in the case. If 
the registrant had ceased to use the mark and had abandoned it 
in 1909, but, nevertheless, had assigned it, or attempted to assign 
it, in May, 1910, those facts should have clearly appeared from 
the evidence. What counsel asks this court to infer, they should 
have proved. 

The registration of a trade-mark is prima facie evidence of 
ownership, and abandonment ought not to be presumed. 

We do not mean to be understood as holding that abandon- 
ment of a registered trade-mark may properly be raised in a 
proceeding of this character. Due to our views of the evidence, 
it is unnecessary to decide this question. 

In view of the fact that the registrant’s assignees, R. A. 
Gamble and William E. Armstrong, were presumptively, at least, 
the owners of the involved trade-mark when each of the parties 
attempted to adopt and use it, we are unable to hold that either 
is prior to the other in its adoption and use, since neither could 
establish adoption and the right to use it during its ownership 
by the registrant’s assignees. Seubert v. Santaella & Company, 
supra. 

For the reasons stated, the decision is affirmed. 
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Savquoit Paper Co., Inc. v. Hitpa Weistocx, Dorne Business as 
City Speciatty Company 


United States Court of Customs and Patent Appeals 
February 3, 1931 


Trave-Marxs—“Purrte Cross” — Opposirion — Deceptive REGISTRATION 
Norice—EvInENCE. 
The use by appellant in connection with his trade-mark “Purple 
Cross” of the legend “Trade-Mark Registered U. S. Patent Office,” 
when said mark had never been registered, held not to be sufficient 
grounds for dismissing an opposition, as it was shown that such decep- 
tive use of the registration notice was begun through a misapprehen- 
sion and discontinued as soon as the mistake was discovered. 


Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 257. 


Edward T. Fenwick, Edward G. Fenwick, and Charles R. 
Fenwick, of Mason, Fenwick §& Lawrence, all of Wash- 
ington, D. C., for appellant. 

Herbert J. Jacobi and William J. Jacobi, both of Washington, 
D. C., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents re- 
versing the decision of the Acting Examiner of Interferences, the 
latter having sustained the opposition and adjudged that the appli- 
cant, appellee here, is not entitled to the registration for which 
she has made application. 

The appellee, on August 5, 1927, made application for the 
registration of a trade-mark, the dominant part of which consisted 
of the words “Purple Cross,’ used upon toilet paper and wax 
paper. Appellant, on October 13, 1927, gave notice of opposition 
to the proposed registration, alleging that it was the prior owner 
and user of the words “Purple Cross” as a trade-mark upon toilet 
paper and kindred products, and that the use of said trade-mark 
by appellee would cause confusion with the mark owned and con- 
trolled by appellant, and that appellant would be damaged by 
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the registration of such mark by appellee. This notice of opposi- 
tion was found by the Commissioner of Patents to be insufficient 
for the reason, among other things, that it was not accompanied 
by specimens or facsimiles in duplicate of the mark actually used 
by the opposer, appellant here. On November 5, 1927, appellant 
filed a new notice of opposition to meet the objections raised by 
the Commissioner of Patents, and with this notice filed specimens 
of its mark, the notice of opposition referring to such specimens 
in the following language: 


“Specimens of the mark as used by this opposer are attached hereto.” 


This notice of opposition was verified by one John M. Ross, 
who, it appears, was the treasurer of appellant company. The 
specimens set out its trade-mark, of which the words “Purple 
Cross” were the dominant part, and at the bottom of the same there 
appeared the following: 


“All infringements of this label will be prosecuted 
TRADE-MARK REGISTERED U. S. PATENT OFFICE” 


Appellee, in her answer to the notice of opposition, among 
other things, denied the right of the opposer to claim the assist- 
ance of the Patent Office, on the ground that said opposer was 
guilty of misbranding and making false representations in print- 
ing upon its labels, as shown in the specimens attached to the 
notice of opposition, the registration notice: “Trade-Mark Regis- 
tered U. S. Patent Office,” alleging the fact to be that said opposer 
did not possess a certificate of registration of the alleged trade- 
mark appearing on said specimens, and that, therefore, being guilty 
of unclean hands, it had no standing before the Patent Office in this 
proceeding. It is a fact that said mark had never been registered 
by appellant. 

Testimony was taken by appellant; no testimony was taken 
by appellee, nor was she represented when the testimony upon 
behalf of appellant was taken. 

Both tribunals of the Patent Office found that appellant had 
owned and used the mark pleaded as of a date prior to any claimed 
by the appellee. The Acting Examiner of Interferences further 
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found that although misrepresentation by appellant existed at the 
time the notice of opposition was filed, the testimony showed that 
the use of the words “Trade-Mark Registered U. S. Patent Office” 
by appellant had ceased and that for that reason such misrepre- 
sentation could not be utilized as a basis for the equitable judg- 
ment adverse to the opposer that was sought by appellee. The 
Assistant Commissioner reversed the decision of the Acting Exam- 
iner of Interferences upon the last ground, and held that appellant 
could not avail itself of the discontinuance of the misrepresentation 
after the filing of the notice of opposition; he further found that 
appellant was guilty of misrepresentation in that the words ““Trade- 
Mark Registered U. S. Patent Office” constituted an untrue state- 
ment, because the mark had not in fact been registered by appellant. 
He, therefore, held that the opposition should be dismissed. 

It is no doubt true that the filing of the mark containing the 
words “Trade-Mark Registered U. S. Patent Office,’ and the 
statement in the verified notice of opposition that the marks filed 
were specimens of the mark as used by the opposer, created a 
prima facie case of fraud against the public upon the part of ap- 
pellant which, standing alone, justified dismissing the opposition. 

We think, however, that in such case the party should be 
permitted to show mistake, if it can, and that there was no fraud 
in fact in its use of the trade-mark. Neither the decision of the 
Acting Examiner of Interferences nor that of the Commissioner 
of Patents makes any reference to the testimony in behalf of 
appellant purporting to explain the purpose and use of the speci- 
mens of the trade-mark filed, and we think both tribunals must 
have overlooked such testimony. 

It appears from the record that the “Purple Cross” label was 
originated in 1918 by the Seneca Paper Company of Geneva, 
N. Y., and that said company continued to do business until 
October, 1925, when it was reorganized and a new company was 
formed having the same corporate name. This new company 
continued to do business until 1927, when it went into bankruptcy. 
On October 7, 1927, appellant purchased from the trustee in bank- 
ruptcy of said company all of the labels and printing plates, 
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together with all the right, title and interest of the bankrupt 
Seneca Paper Company to the brand “Purple Cross” and the 
good-will of its business pertaining thereto, and also a copyright 
registration of the “Purple Cross” label, dated February 27, 1925; 
that since said October 7, 1927, appellant has continued to manu- 
facture and sell toilet paper under this brand; that on October 13, 
1927, or within one week from the date of appellant’s acquiring 
said trade-mark as heretofore stated, it filed its original notice of 
opposition herein, and on November 5, or less than one month 
after so acquiring the trade-mark, it filed its verified notice of 
opposition as hereinbefore set out. It appears that appellant’s 
predecessor used said label as a trade-mark long prior to Feb- 
ruary 25, 1925, which is the earliest date that appellee alleged 
her use of the same. 

Said John M. Ross, treasurer of appellant company, was 
asked the following question and made the answer quoted: 


“Q. What can you say as to the appearance of the notice, “Trade- 
Mark Registered U. S. Patent Office, on the specimen labels which you 
filed in connection with this opposition proceeding?” 

“A. We purchased from the Seneca Paper Company, Inc., as may 
be seen on the bill of sale, a large quantity of Purple Cross labels. These 
bore the imprint, ‘Copyright, 1925, Seneca Paper Company, Inc.’ Having 
authorized our attorney to apply for a trade-mark registration on this 
brand, and being under the impression that application for same must be 
accompanied by specimen labels bearing the imprint, ‘Trade-Mark Regis- 
tered U. S. Patent Office by Sauquoit Paper Co., Inc.’ we printed a few 
labels bearing this imprint, which were forwarded to our attorney. Sub- 
sequent printings of this label have borne the imprint, ‘Copyright, 1925, 
Sauquoit Paper Co., Inc.,’ and the trade-mark registration notice has not 
appeared thereon.” 


It appears from this testimony that sometime between Octo- 
ber 7, 1927, and November 5, 1927, the specimens of the trade- 
mark filed were sent by appellant to its patent attorney; that is 
to say, within less than one month after it had acquired the right 
to use the trade-mark. The question is, shall the explanation 
given by the witness, Ross, be accepted as satisfactory evidence 
that there was no fraud upon the part of appellant in the use of 
its trade-mark, and that the printing and filing of the specimens 


here in question were under a misapprehension upon the part of 
appellant company’s officers as to the specimens required to be 
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filed. If this explanation is not accepted, the decision of the 
Commissioner of Patents should be affirmed. 

We think the statement must be accepted that appellant se- 
cured from the Seneca Paper Company labels bearing the imprint 
“Copyright, 1925, Seneca Paper Co., Inc.,’ and that such labels 
were in its possession at the time that it sent the specimens here 
in question to its attorney. It is fair to conclude that appellant 
did not use the trade-mark “Purple Cross” upon goods for a 
greater period of time than one month previous to the filing of 
the second notice of opposition. If there had been any use of 
the trade-mark containing the words ““Trade-Mark Registered U. S. 
Patent Office,” it could have been for only a short time, and it is 
to be noted that within one week from the time it secured the rights 
of its predecessors to the trade-mark, it began this opposition 
proceeding, namely, on October 18, 1927. That is to say, within 
six days after it acquired the rights of its predecessors to the trade- 
mark, it began or attempted to begin this proceeding. We think 
this is a circumstance that is proper to be considered in weighing 
the testimony of said Ross hereinbefore quoted. It must be 
assumed that at least some days elapsed between the time that 
appellant’s officers determined to begin this opposition and the 
date of the filing of the first notice of opposition, October 13, 1927. 
It would seem that, with an opposition proceeding in mind, appel- 
lant’s officers would not have had printed a trade-mark containing 
the false statement for use upon its merchandise, thereby jeopardiz- 
ing the rights that they were seeking to establish. Furthermore, 
if there was any intention upon the part of appellant’s officers to 
defraud the public, one would hardly have expected them to fur- 
nish to the Patent Office evidence of the fraud when they might 
have filed the copyright label in their possession, containing the 
representation of the trade-mark but not containing the words 
“Trade-Mark Registered U. S. Patent Office.” 

In view of all of these circumstances, we think that the wit- 
ness, Ross, stated the truth when he said that: 


“. 


- . Having authorized our attorney to apply for a trade-mark 
registration on this brand, and being under the impression that applica- 
tion for same must be accompanied by specimen labels bearing the imprint, 
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*‘Trade-Mark Registered U. S. Patent Office by Sauquoit Paper Co., Inc.,’ 
we printed a few labels bearing this imprint, which were forwarded to our 


attorney... .” 

We think the fair inference from this testimony is that all of 
such labels were forwarded to appellant’s attorney for the purpose 
stated by the witness, that none of such labels were actually 
used upon goods of the appellant, and that appellant had no 
fraudulent intent in printing the words “Trade-Mark Registered 
U. S. Patent Office” upon the labels, or in sending them to its 
attorney to be filed in the Patent Office. 

The decision of the Commissioner of Patents is reversed, with 
directions to sustain the opposition of appellant and deny the 
application of appellee. 


CreLANESE CorporaTION oF America Vv. Vanity Farr Sitx Mitis 


United States Court of Customs and Patent Appeals 


February 11, 1931 


Trape-Marxs — Opposrrion — “SILKENESE” AND “CELANESE” — CoNFLICTING 
Marks. 
The word “Silkenese” held to be confusingly similar to “Celanese,” 
both marks being used on men’s and women’s clothing. 
Trape-Marxs—Oppositrion—Goons or Same Descriptive Properties. 
Threads, fabrics and women’s and children’s outerwear, also men’s 
hose, shirts and underwear held to be of the same descriptive prop- 
erties as knitted and textile underwear such as vests, bloomers, knicker- 
bockers, drawers, union suits, chemises, envelope chemises, corset 
covers, night gowns, bathing suits, pajamas, pettibockers, step-in 
drawers, princess slips, bandeaux, bandeaux chemises, and men’s silk 
underwear. 


Baldwin and Wight, of Washington, D. C. (Frank A. Bower, 
Isadore Seltzer, of New York City, and Charles W. 
Levinson, of Washington, D. C., of counsel), for 
appellant. 

Mason, Fenwick and Lawrence (Edward T. Fenwick, Edward 


G. Fenwick, and Charles R. Fenwick, of counsel), all of 
Washington, D. C., for appellee. 
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Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents dis- 
missing the opposition of appellant and holding that appellee was 
entitled to the registration of the mark “‘Silkenese’ for use on 
knitted and textile underwear, consisting of such as vests, bloomers, 
knickerbockers, drawers, union suits, chemises, envelope chemises, 


corset covers, night growns, bathing suits, pajamas, pettibockers, 
step-in drawers, princess slips, bandeaux, bandeaux chemises, and 
men’s silk underwear. 

In its application for registration, filed May 21, 1927, ap- 
pellee alleged that it had used the trade-mark “‘Silkenese’’ since 
May 14, 1927. 

In its notice of opposition, appellant alleged that it was the 
owner of the trade-mark “Celanese” for use on threads, yarns, 
fabrics, and garments; that it had expended large sums of money 
in advertising its trade-mark throughout the United States; that 
it has maintained the highest standards in the manufacture of its 
goods that it has built up and is maintaining a large and valuable 
business throughout the United States in the manufacture and sale 
of its goods under the trade-mark “Celanese”; that the goods of 
the parties possess the same descriptive properties; and that the 
mark “‘Silkenese” sought to be registered by appellee is confusingly 
similar to appellant’s trade-mark “Celanese.” 

Appellant pleaded ownership of the following trade-mark 
registrations: No. 178,422, January 8, 1924, of the trade-mark 
“Celanese” for use on “threads made wholly or principally from 
cellulose derivatives”; No. 179,796, February 19, 1924, for the 
trade-mark “Celanese” for use on “fabrics made wholly or prin- 
cipally from cellulose derivatives”; No. 186,516, July 22, 1924, 
for the trade-mark “Celanese” for use on “ladies’ knitted under- 
wear, namely, knickers, and vests’; No. 191,844, November 18, 
1924, for the trade-mark “Celanese” in combination with the word 


« 


“brand” for use on “women’s and children’s outerwear, namely, 
dresses, sweaters, jumpers, suits, gowns, and coats”; No. 207,622, 
January 5, 1926, for the trade-mark “Celanese” for use on “men’s 


half hose’; No. 225,283, March 13, 1927, for the trade-mark 
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“‘Celanese-locknit” for use on “knitted, netted, and textile fabrics 
made wholly or partially of cellulose derivatives”; No. 226,304, 
April 5, 1927, of the trade-mark “Celanese” for use on “pyjamas, 
negligee shirts, undershirts of knitted fabric and textile fabric, 
collars, neckties, scarfs, mufflers, fabric gloves, cut-out linings for 
men’s and women’s coats and suits; men’s underwear of knitted 
fabric and textile fabric; women’s and children’s hosiery’; 
No. 229,356, June 28, 1927, for the trade-mark “Celanese ninon”’ 
for use on “woven, knitted, netted, and textile fabrics, in the piece, 
made wholly or partially of cellulose derivatives.” 

In its answer, appellee denied the material allegations con- 
tained in the notice of opposition and alleged that the opposer, 
appellant, was neither the originator nor the first to use a trade- 
mark which contained the “prefix, the syllable or the letters ‘Cela’ ” 
or the “suffix, syllable, or letters ‘nese’” in a trade-mark for use 
on goods possessing the same descriptive properties as those upon 
which appellant used the trade-mark “Celanese.” 

Testimony was submitted by each of the parties. 

It appears from the evidence submitted by appellee that it 
has been engaged in the manufacture and sale of garments and 
piece goods composed of silk for many years prior to March, 1927, 
and that its goods were sold under the trade-marks “Vanity 
Fair” and “Vanitysilk”; that, in March, 1927, appellee added 
to its line of silk goods certain articles and fabrics composed of 
“Japan silk and Bemberg synthetic yarn,’ on which it decided 
to use the trade-mark ‘‘Silkenese”’; that it expended approximately 
$15,000 in advertising its so-called artificial silk goods and the 
trade-mark “Silkenese.” It also appears that appellant’s cela- 
nese yarn was known to appellee as an artificial silk product. The 
witnesses for appellee admitted that the trade-mark “Silkenese” 
was never used on appellee’s piece goods. 

It appears from the evidence offered by appellant that it 
expended from $200,000 to $300,000 in advertising its trade-mark 
“Celanese” and its so-called celanese products; that it used its 
trade-mark “Celanese” on yarns, piece goods, and on the various 
garments referred to in registrations Nos. 186,516, issued July 22, 
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1924, 191,844, issued November 18, 1924, and 207,622, issued 
January 5, 1926, long prior to the use by appellee of its mark 
“Silkenese” on its products. Appellant also introduced consider- 
able testimony tending to establish that confusion already existed 
in the trade as to the goods bearing the marks “‘Silkenese” and 
“Celanese.” 

The Examiner of Interferences held that the goods of the 
respective parties possessed the same descriptive properties; that 
appellant had used its trade-mark “Celanese” long prior to the 
use by appellee of its trade-mark “Silkenese”’; that the trade- 
mark “Silkenese’” so closely simulated the trade-mark “Celanese”’ 
as to be likely to cause confusion in the mind of the public and, 
accordingly, sustained the opposition. 

The Commissioner of Patents held that appellant had used 
its trade-mark “Celanese” on yarn, piece goods, and garments 
long prior to the use by appellee of the trade-mark “Silkenese” ; 
that appellant had a very extensive business; and that its trade- 
mark was a valuable asset. He then said: 


“Since the goods are deemed to possess the same descriptive properties 
and since it is regarded as established that the opposer was first in the 
field with its mark upon its goods, the decision in this case turns upon 
the question of similarity of the marks. . . . The only similarity to the 
applicant’s mark resides in the suffix ‘nese’ or ‘ese.’ This suffix has a 
definite meaning in our language when used in connection with certain 
words as signifying of or pertaining to. In the words Chinese, Japanese, 
Javanese, etc., this suffix indicates the people of such countries or goods 
or customs of the respective countries. The word ‘silken’ of the applicant’s 
mark is an ordinary descriptive word indicating a quality or the nature 
of the fabric or the goods. There is nothing similar in appearance, sig- 
nificance, or meaning between ‘celan’ and ‘silken’ and there is only a 
remote similarity in sound. The similarity between the two notations is 
regarded as residing substantially entirely in the suffix ‘nese’ or ‘ese.’ 
If the opposer were the first to adopt upon goods of this character a 
notation ending in these letters, its claim for the broad protection it seeks 
might be more favorably considered. The applicant has, however, estab- 
lished that tradé-marks having these same letters as suffixes have been 
used and are still used upon goods of this same general character from 
a date long prior to the earliest date opposer entered the field. 

“Registration No. 135,857, issued October 19, 1920, is for the notation 
‘Pominese’ used upon woolen goods in the piece. Trade-mark No. 174,132, 
registered October 2, 1923, is for the notation ‘Bernese Swiss’ used upon 
cotton goods in the piece. There is testimony of Charles Twining that this 
last-named mark is still in use. There is also testimony showing the 
mark ‘Pominese’ has been used in the trade. The testimony of H. L. Hoff 
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and H. B. Snader is to the effect that the notation or trade-name ‘Milanese’ 
has been quite widely used in connection with silk fabrics. In view of 
these established facts as to prior adoption and use of marks upon this 
class of goods, which marks have the same suffix which constitutes the 
only similar portion of the two marks here under review, it is deemed the 
opposer is not entitled to such a breadth of protection as would preclude 
others from using any mark or notation however dissimilar from opposer’s 


which has the same suffix.” (Italics ours.) 

Accordingly, the Commissioner of Patents reversed the deci- 
sion of the Examiner of Interferences, dismissed the opposition of 
appellant, and adjudged the applicant, appellee. entitled to the 
registration of its trade-mark “Silkenese.” 

It is claimed by appellant that the goods of the respective 
parties possess the same descriptive properties; that the marks are 
confusingly similar; and that appellant will be damaged by the 
registration of appellee’s mark “Silkenese.” 

Counsel for appellee, on the contrary, contends that the marks 
are not confusingly similar; that appellant has never used the 
mark “Celanese” on garments in commerce, although it has regis- 
tered its mark “Celanese” for use on such articles; and that, in 
view of the prior registrations of trade-marks ending in “nese,” 
appellant is not the originator of a mark ending with those letters, 
and, therefore, is not entitled to broad protection in the use of its 
mark “Celanese.” 

It is not contended here that appellee was the first to adopt 
and use a trade-mark ending in the letters “nese.’”” It may be 
that appellant was not entitled to the registration of its mark 
“Celanese.” However, that question is not before us and will not 
be considered by this court in this proceeding. Sharp § Dohme 
v. Parke, Davis § Co., 17 C. C. P. A. (Patents) 842, 37 F. (2d) 
960 [20 T.-M. Rep. 79]; American Fruit Growers, Inc. v. Michi- 
gan Fruit Growers, Inc., 17 C. C. P. A. (Patents) 906, 38 F. 
(2d) 696 [20 T.-M. Rep. 135]; National Biscuit Company v. 
Joseph W. Sheridan, 18 C. C. P. A. (Patents) —, — F. (2d) — 
[19 T.-M. Rep. 59]; Decker § Cohn (Inc.) v. S. Liebovitz § 
Sons (Inc.), 18 C. C. P. A. (Patents) —, — F. (2d) — [19 T.-M. 
Rep. 55]. 
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From a careful examination of the record we are satisfied 
that the tribunals below were right in holding that appellant has 
used its trade-mark “Celanese” on yarn, fabrics, and garments since 
long prior to any use by appellee of its mark “Silkenese” ; and that 
the goods of the respective parties possess the same descriptive 
properties. It appears from the record that, prior to the year 
1927, appellee had been engaged in the manufacture of piece goods 
and garments composed of silk; that it used the trade-marks 
“Vanity Fair” and “Vanitysilk” on those products; that it was 
not until March, 1927, that appellee commenced the manufacture 
of so-called artificial silk products; and that, when it did so, it 
decided to advertise and sell them under the trade-mark “Silken- 
ese.” At, and prior to, that time, appellant’s products and its 
mark “Celanese” had been extensively advertised and were gen- 
erally known throughout the United States. 

The goods of the respective parties are sold in the same 
stores and to the same class of people. Furthermore, they are 
so nearly alike in appearance and texture that, if sold under similar 
trade-marks, confusion would likely result. Nevertheless, ap- 
pellee selected a trade-mark closely simulating the trade-mark 
of appellant. It is true that the marks are not identical and that 
they differ to some extent both in sound and in appearance. How- 
ever, the public should not be required to analyze trade-marks 
with scrupulous care, nor should it be compelled to resort to a study 
of etymology in order to avoid confusion and mistake. Apex Elec- 
trical Mfg. Co. v. Landers, Frary § Clark, 17 C. C. P. A. (Pat- 
ents) 1184, 41 F. (2d) 99 [20 T.-M. Rep. 321]; Postum Cereal 
Co. v. Enzo Jel Co., 17 C. C. P. A. (Patents) 1256, 41 F. (2d) 
101 [20 T.-M. Rep. 460]. 

We are of opinion that the marks are confusingly similar, and 
that appellee is not entitled to have its mark registered. 

The decision is reversed. 
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In THE MarTrer or THE APPLICATION oF PLtymMoutH Moror 
CorPORATION 


United States Court of Customs and Patent Appeals 


January 12, 1931 


Trape-Marxs — Geocrapnicat Terms — “Curystrr Prymourn” — Nor 
Merety GEoGRAPHIC. 


The words “Chrysler Plymouth,” shown in connection with a sea- 
going vessel, held not merely geographical as a trade-mark for auto- 
mobiles, inasmuch as appellant’s factory is not located in Plymouth, 
and the name, moreover, has come to indicate qualities of character 
quite apart from its original meaning. 

Trane-Marxs—Recistration Act—Errect. 

The Federal Trade-Mark Registration Act in no way alters the 
common-law rights relating to trade-mark ownership and use, but 
merely provides machinery for registration and remedies against 
infringement. 

Appeal from a decision of the Commissioner of Patents refus- 
ing to register a trade-mark without a disclaimer of the word 
“Plymouth.” Reversed. For the Commissioner’s decision, see 


19 T.-M. Rep. 120. 


J. King Harness (Chas. M. Thomas and F. D. Thomas on the 
brief), all of Washington, D. C., for appellant. 

T. A. Hostettler, of Washington, D. C., for the Commissioner 
of Patents. 


Garrett, J.: In the final analysis the determination of the 
issue of this case must turn largely upon the construction of the 
word “merely” as same is used in that clause of section 5 of the 
Trade-Mark Registration Act which provides: 

“That no mark which consists merely in . . . . a geographical name 
or term, shall be registered under the terms of this Act.” 

Applicant seeks to register a mark which comprises a picture, 
or drawing, of a sailing vessel on the sea and the words “Chrysler 
Plymouth,” for use on “‘automobiles and their structural parts, in 
class No. 19, vehicles, not including engines.” 

The Examiner refused registration unless applicant would 
disclaim the word “Plymouth.” This applicant declined to do and, 
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upon appeal, the Commissioner of Patents affirmed the decision 
of the Examiner, and appeal was then taken to this court. 

The decisions of the tribunals below were predicated upon 
the idea that the word “Plymouth” was merely a geographical 
name or term, the city of that name, in England, “located at the 
mouth of the Plym River,” and a large number of other munic- 
ipalities and post offices, “directly or indirectly named after the 
great English seaport,” being cited. 

It is the insistence of appellant that the word “Plymouth” 
has ceased to have a merely geographical meaning; that it is asso- 
ciated in popular thought with the landing in America of the 
group known as “Pilgrims’’; that the word brings to mind certain 
qualities of “endurance,” “strength,” “enterprise,” “honesty” and 
“determination” which history is wont to ascribe to those who 
founded the ‘Pilgrims’ Colony,” and that it is the significance of 
those qualities which appellant. desires to avail itself of in the use 
of the mark containing the word. 

In support of its legal right to register, appellant has directed 
attention to a large number of registered marks which include the 
word “Plymouth,” and has also pointed out the use of the word 
in connection with apartment houses, churches, various kinds of 
business houses, restaurants, etc. 

It is elemental legal doctrine that the Federal Trade-Mark 
Registration Act substracts nothing from, and makes no addition 
to, the common-law rights relating to trade-mark ownership and 
use, except as it furnishes an official forum where owners of marks 
may have them registered and made public, the machinery for 
such registration being provided. The act also contains provisions 


which affect the remedies of an owner in enforcing his or its rights, 
but, insofar as actual ownership of, or rights in, a mark are con- 
cerned, these are determined wholly by common-law principles. 

In order to register, the claimant must be the “owner” of 
the mark offered. The weight of authority is to the effect that 
the statute makes no effort to set up a right of ownership, or use, 
which the common law does not or may not recognize. 
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To the extent that Congress undertook, in the registration 
act, specifically to define what marks “shall not be refused regis- 
tration” and what marks “shall not be registered,” it merely sought 
to embody in the statute the principles of the common law, largely 
as the same has been interpreted and applied by the courts through- 
out the centuries.’ 

These general recitals of law, believed to be so well known 
and widely recognized as to require no citation of authority in 
their support, are here stated because of the apparent necessity 
of determining in this case whether the courts, in applying the 
common-law doctrine, have evolved and asserted principles which 
enable applicant to acquire such an ownership of the mark in issue 
as to render such mark eligible for registration. 

The right of registration is all that we have to determine 
here. If the registration be granted and any issues arise as to 
the extent of appellant’s rights, or as to the limits within which 


it may use the mark, such issues must be decided in some other 
proceeding. 


It seems to us that the use of the word “merely” in the statute 
is quite significant, and must necessarily be given its proper mean- 
ing and weight. 

Funk and Wagnalls’ Standard Dictionary gives the following 
definitions of the word: 


Merely. 1. Without including anything else; purely; only; solely. 
2. Absolutely; wholly. 


The word “mere” is defined: 


1, Such (as is mentioned) and no more; nothing but; sheer; simply; 
as, a mere child. (Italics quoted.) 

2. Law. Executed by specified persons, entirely, unaided. 

3. Absolute; entire; unqualified. 

4. Pure; unmixed. (Italics quoted.) 


*It has been suggested that by the enactment of the ten-year clause 
of section 5, the Congress may have made eligible for registration some 
marks which the common law might not recognize or uphold. See expres- 
sions in Hercules Powder Co. v. Newton, 266 Fed. 169, 171 [10 T.-M. Rep. 
198]. That phase of the statute is not here involved. An interesting dis- 
cussion is found in Scandinavia Belting Co. v. Asbestos & Rubber Works 
of America, 257 Fed. 937 [9 T.-M. Rep. 136]. 
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The word “merely,” as it appears in the statute now before 
us, has received construction where used before the word “descrip- 
tive.’ In Hercules Powder Co. v. Newton, supra, 172, the United 
States Circuit Court of Appeals, Second Circuit, said (the issue 
being the right to register) : 


“‘Merely descriptive’ means only descriptive, or nothing more than 
descriptive. It may be that the force of the adverb is satisfied by the 
addition to the descriptive word of a picture or device, or by qualifying 
the description through the addition of another word. Thus In re Cros- 
field, supra (page 148) [this reference being to In re Crosfield (1910), 
L. R. I. Ch. 180], it was suggested that, while appellant could not use 
the word ‘Perfection’ as a trade-mark for soap, if he used ‘Crosfield’s 
Perfection, different considerations might arise. (Italics ours.)” 

It is, of course, fundamental in trade-mark law that a “geo- 
graphical name or term, by which is meant a term denoting locality, 
cannot be exclusively appropriated as a trade-mark because such 
a term is generic or descriptive, and any one who can do so truth- 
fully is entitled to use it.” See 15 U. S. C. A,, section 85, para- 
graph 22, page 60, and list of authorities there cited. 

But it is well settled, we think, that a geographic name, or 
term, may acquire such a secondary meaning as to remove it from 
the “generic or descriptive” designation which renders it incapable 
of individual appropriation, and make it subject to rights, which 
equity will, within proper limits, protect. In other words, a geo- 
graphic name can, and frequently does, acquire a meaning which 
causes it to become something other than merely geographic, or 
solely geographic, or only geographic. 

In Katschinski v. Keller, et al., 193 P. 507, 49 Cal. App. 406; 
193 Pac. 587; [11 T.-M. Rep. 1], the second division of the Cali- 
fornia District Court of Appeal, First District, said: 


“When a geographic name is not used in a geographical sense, but 
is used in a fictitious sense merely to indicate ownership, independent of 
location, it may be a good trade-mark or trade-name. Drake Medicine Co. 
v. Glessner, 68 Ohio St. 337, 67 N. E. 722, 727; Sanders v. Utt, 16 Mo. 
App. 322, 326.” 

Other holdings bearing upon the question will be found in 
Phenix Cheese Co. v. Kirp (Sup. 1917), 164 N. Y. S. 71, 176 
App. Div. 735 [7 T.-M. Rep. 460]; Havana Commercial Co. v. 
Nichols (C. C. N. Y. 1907), 155 Fed. 302. 
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Appellant’s brief cites us to In re Jewell Belting Co., 110 
O. G. 309, 1904, C. D. 150. 

Registration was there sought of the word “Gibraltar” as a 
trade-mark for belting. The Examiner refused it, on the ground 
that the word was geographical. The Commissioner of Patents 
reversed the decision of the Examiner, saying among other things: 


“I am unable to agree with the conclusion that the effective sig- 
nificance of the word would be geographical if it were used as a mark 
upon goods such as belting. It undoubtedly has a geographical meaning; 
but when seen upon goods one of the essential characteristics of which 
is strength it is believed that the arbitrary meaning of the word would 
so far transcend its geographical meaning in the mind of the ordinary 
purchaser as to render the geographical meaning of comparative insig- 
nificance. It is not believed that purchasers would suppose that the goods 
were manufactured at Gibraltar. They are, in fact, manufactured by the 
appellant at Hartford, Conn.” 

The applicant in the instant case is not located at Plymouth, 
but in the City of Detroit, Mich. There is no reason to suppose 
that the word has any local significance as used by it. It is 
proposed to register the word not alone but in combination with 
“Chrysler” and a drawing of a sea-going vessel. 

We think the notation, as a whole, comprises a designation, 
not merely geographic, and that appellant is entitled to the regis- 
tration sought. 

In reaching this conclusion we have not given very great 
weight to the argument based upon the numerous prior registra- 
tions of the word “Plymouth.” 

A large number of these marks, if not all, were registered 
under the ten-year clause of the registration statute, and, as the 
Commissioner correctly said, “in consequence, escape the bar of 
the statute against merely geographical marks.” 

We think the decision may properly rest upon the fact that 
by using the adverb “merely,” Congress intended to, and did, 
follow the common-law principle that there are circumstances under 
which a geographic name, or term, may come to have a meaning 
other than one merely geographic, and that, where such is true, 
the word, so recognized or recognizable, at common law, should 
not be excluded from registration. 
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Such a meaning may grow up around a word when that word 
is used alone. We think that is true, to a certain extent, of the 
word “Plymouth.” But this case does not need to rest upon this 
alone because appellant presents a notation which comprises an- 
other word and a figure to be used in connection with “Plymouth,” 
so that the combination quite clearly, it seems to us, constitutes 
a mark carrying no merely geographical significance, as appellant 
uses it. The geographical feature is, at least, made so remote as 
that we cannot agree that the mark is merely geographic. 

Appellant will be granted the registration as sought and to 
this end the decision of the Commissioner is reversed. 

Granam, P. J., concurs in the conclusion; Lenroot, J., 
dissents. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for coal, the mark described as consisting of a 
plurality of red specks of irregular size on the surface of the 
lumps, in view of the use by opposer of a mark for coal described 
as consisting of a coating of red color applied indiscriminately over 
all or a part of the surface of all or a part of the pieces of coal 
so as to give a variegated appearance to the piece of coal. 

The ground of the decision is that the evidence establishes the 
use by the opposer of a mark such as above described prior to the 
earliest date of use relied upon by the applicant and the marks are 
so similar that confusion would be likely to occur. 

The conclusion above stated was reached after a full discussion 
of the testimony. 

With reference to applicant’s prior registration of a mark 
consisting of a red bar and the argument that in view thereof 
opposer had no right to oppose the present case, the Assistant 
Commissioner said: 


“The right of the opposer to register its mark is not in question. 
As the applicant was not the first to adopt and apply the specific mark 
which it now seeks to register, the right to register said mark is denied 
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by the express terms of section 5 of the Trade-Mark Act of February 20, 
1905.” 


With reference to the argument that the sales by the opposer 
were not bona fide, he said: 


“In this connection it may be stated that according to the evidence 
the coal so marked was purchased and paid for. It is settled law that a 
single bona fide sale is enough to establish trade-mark use.” 


With reference to an argument that the mark had been aban- 
doned by the opposer, he said: 


“The evidence shows that there was never any intention on the part 
of the opposer to abandon the use of red coloring matter on coal in 
order to identify the coal as to its origin or ownership. The delays incident 
to the general practice of coloring its coal were due to the difficulty in 
finding a permanent color-carrying medium or agent.” * 


Moore, A. C.: Held that American Cyanamid Company was 
not entitled to register, under the Act of 1905, the notation “Ammo- 
Phos-Ko,” as a trade-mark for fertilizers, and that the registra- 
tion which it obtained therefor should be cancelled, in view of the 
prior adoption and use by the Synthetic Nitrogen Products Corpo- 


ration of the term “Nitrophoska.” 

The ground of the decision is that the marks are confusingly 
similar as applied to the goods. 

In his decision, after stating that neither in appearance or 
sound are the terms “Ammo” and “Nitro” confusingly similar, the 
Assistant Commissioner said: 

“As to signification, however, the two marks when applied to fertilizer 


are the same. Each signifies to the farmer that the fertilizer comprises 
as its essential ingredients nitrogen (ammonia), phosphoric acid and 


potash.” 

And then, after stating that in another opposition between the 
same parties it had been held that the marks “Ni-Po-Phos” and 
“Ammo-Phos” were confusingly similar, he said: 


“If these marks are confusingly similar to each other, then it is 
believed that the two marks of the instant case are confusingly similar.” 
With reference to the registrant’s contention that it had 
adopted and used the mark “Ammo-Phos” before the petitioner for 


*The Philadelphia and Reading Coal and Iron Co. v. Blackwood Coal 
& Coke Co., 156 M. D. 560, January 21, 1931. 





{ 


ee reek ey ea 


8 vt se tee ea: teen ther 
te —_ 


PS ees 
“ igs os es a es 








white shal pein cc EG id gyi 


164 TWENTY-ONE TRADE-MARK REPORTER 


cancellation used the mark “Nitrophoska” and that therefore the 
mark ‘“Ammo-Phos-Ko” should not be cancelled, the Assistant Com- 
missioner stated that the contention was believed not to be tenable 
as the two marks “Ammo-Phos” and “Nitrophoska” had a different 
signification as indicating the number of elements of the plant food.’ 


Descriptive Terms 


Moorg, A. C.: Held that opposer had not shown any ground 
upon which registration of the term “Blue Ribbon” as a trade-mark 
for flour should be refused to the applicant, since the latter had 
established that the mark had been used by him and his predeces- 
sors in business from a date long prior to any date of use claimed 
by opposer and it was not established that the mark had been used 
merely as a grade mark. 

With respect to the contention that the mark was used only 
as a grade mark, the Assistant Commissioner said: 


“As to the latter, it is sufficient to note that, as held in the deci- 
sions cited by the Examiner of Interferences, . . . . a mark may indi- 
cate a grade of the user’s goods and yet be a valid trade-mark if it 
clearly indicates origin in the user thereof. According to the testimony, 
the mark was used, goods were shipped bearing the mark thereon and 
there is nothing whatever in the testimony to indicate that this mark was 
understood by purchasers as merely referring to a particular grade of 
flour.” 


With respect to the argument that only oral testimony had 
been presented with respect to certain transfers of the business in 
which the mark was used, he said: 


“It is also well settled that a transfer of a business may be proved by 
oral testimony and the mere fact that the written records of the transfer 
have not been produced is not sufficient to hold that the transfer had not 
been made. 


* * * * 


“It appears from the testimony of Stout and the other witnesses that 
he bought the business of the Washington Flour Mill Company in 1926. 
It appears from the evidence of Backer that the Washington Flour Mill 
Company, a corporation, was a successor in business to the Washington 
Flour Mill Company and the Regina Flour Mill Company, a corporation, 
which had been consolidated, and that these companies had used this 
mark in succession since a time long prior to the earliest date alleged 


* Synthetic Nitrogen Products Corporation v. American Cyanamid Com- 
pany, 156 M. D. 658, January 30, 1931. 
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by the opposer. According to Backer’s testimony, he had been connected 
with these companies for over twenty-five years and the mark had been 
continuously used during that period.” 


With respect to the registration of the mark which had been 


obtained by one of Stout’s predecessors and which had been assigned 
to Stout, he said: 


“A copy of this assignment accompanied the application for registra- 
tion. This registration, by the express terms of the statute, was prima 
facie evidence of ownership of the mark and there is no evidence that 
the use of the mark was discontinued by the registrant or its successor. 
It is true that that registration was allowed to expire without being 
renewed but before its expiration in 1927 Stout himself had commenced 
to use and was continuing to use the mark in question. What took place 
with reference to the prior companies with the dissolution of one and the 
subsequent transfer by the other to Stout is fully set out in the testimony 
of Backer. The photostatic copies accompanying Stout’s application for 
registration refer to the same matter. 


“These transfers were matters of record, as appears from the testi- 
mony and, if there was any doubt about the transfers being as stated, 
it could be easily ascertained by the opposer.” * 


Moore, A. C.: Held that applicant is not entitled to register 
a mark consisting of the words “Diamond Test,’ somewhat pecul- 
iarly displayed, as a trade-mark for ice skates in view of the prior 
adoption and use by opposer of the words “Diamond Edge” as a 
trade-mark for the same goods. 

The ground of the decision is that the marks are confusingly 
similar and the opposer was the first to adopt and use its mark. 

In his decision, after referring to the record with reference to 
certain prior registrations attained by the opposer and the testimony 
to establish use, and holding that such use was prior to any use 
by the applicant, the Assistant Commissioner, with respect to the 
mark, said: 

“Respecting the confusing similarity of the marks, it is believed that 
the word ‘Diamond,’ which is common to both marks, is the controlling 
characteristic, the characteristic which would be most likely to make a 
lasting impression upon the mind of the purchasing public, and that the 


two marks are otherwise confusingly similar as to the manner in which 
the words are displayed.” 


With reference to the contention based upon the use by others 
of the word “Diamond,” the Assistant Commissioner said: 
8 Oakford & Fahnestock v. Stout, 156 M. D. 548, December 30, 1930. 
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“With reference to the trade-marks owned by others comprising the 
word ‘Diamond,’ noted by the applicant, it may be stated that such may 
not ordinarily be considered in an opposition proceeding (citing deci- 
sions). It may be proper to cite such registrations in order to show 
that the mark under consideration is public property, but no such condition 
exists in the instant case. While it is true that the word ‘Diamond’ is a 
common dictionary word, yet no reason is apparent why it may not be 
properly used arbitrarily as a trade-mark. Obviously, it is not descrip- 
tive of the goods. The most that can be said is that it suggests the quality 
of hardness when associated with the goods.” * 


Functional Feature of Goods 


Moore, A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for sheets of glass, a mark 
described as consisting of 


“a band or coating of metallic silver-like compound arranged about the 
perimeter of glass sheets including laminated glass sheets in the case 
of small sheets, and extending slightly inward between the glass sheets 
and showing through the glass in the case of large laminated glass sheets, 
the fundamental feature being the silver-like band about the perimeter 
of the glass but no claim is made to the representation of the goods per se.” 

In his decision, after stating that the mark was rejected as 
being merely a functional feature of the goods and noting ap- 
plicant’s contention that it is not feasible to print words on the 
glass, and stating that the ruling of the Supreme Court in 
A. Leschen § Sons Rope Co. v. Broderick & Bascom Rope Co., 
201 U. S. 166, is deemed sufficient authority to hold the mark 
registrable, the Assistant Commissioner said: 

“In the instant case the ‘silver-like’ color is impressed in a rectangular 
figure, the figure constituting the mark being applied to the glass by 
arranging the mark ‘about the perimeter of glass sheets.’” 

Then, after stating as a general proposition that whether a 
mark constitutes a trade-mark depends largely upon the effect 
which it produces upon the minds of the public, he said: 

“In the applicant’s case as long as the band or coating of metallic 
silver-like compound forms no necessary part of the sheet of glass, but is 
merely associated therewith in the manner indicated, it is believed that 


the members of the public would regard it as having no other function 
than that of a trade-mark.” * 


*Shapleigh Hardware Co. v. Nestor Johnson Mfg. Co., 156 M. D. 550, 
December 31, 1930. 


° Ex parte Louis J. Kolb, 156 M. D. 566, January 28, 1931. 








